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U. S. CIRCUIT COURT OF APPEALS 
WiLuiamM A. Rocers, Lrp. v. NICHOLS, et al. 
(224 Fed. Rep., 415.) 

First Circuit, June 10, 1015 


1. UNFAIR COMPETITION—LIABILITY OF CORPORATE OFFICERS 

Personal liability of the directors of a corporation for unfair 
competition is not enforceable in equity as the sole and single ground 
of equitable relief, in a suit against the directors alone. 

2. UNFAIR COMPETITION—PARTIES TO SUIT. 

The ordinary right of a corporation to trade through its agents 
and officers, should not be restricted by injunction against the officers 
of the corporation, against whom alone the action is brought, upon 
the ground that the corporation is fraudulent and fictitious, the cor 
poration having no opportunity to be heard in the proceeding. 


Appeal from a decree of the district court of the United 
States for the District of Massachusetts dismissing the bill. 
Affirmed. 


H. S. Duell, of New York City (Charles H. Duell and 
Frederick P. Warfield, both of New York City, and George P. 
Dike, of Boston, Mass., on the brief), for appellant. 

George A. Rockwell, of Boston, Mass., for appellees. 


3efore PutTNAM and Bincuawy, Circuit Judges, and ALp- 
RICH, District Judge. 


AvpricH, District Judge. The complainant, Wm. A. 
Rogers, Limited, is a corporation organized under the laws of 
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the province of Ontario, in the dominion of Canada, having its 
principal place of business at Toronto, and having offices and 
places of business and manufacturing establishments at Niagara 
Falls, in New York, and Northampton, in Massachusetts. 

The defendants herein, John J. Nichols and William E. Mc- 
Isaac, are citizens of Massachusetts, and, according to the bill 
of complaint, are officers and directors in the H. O. Rogers 
Silver Company, a corporation organized under the laws of the 


State of Rhode Island, and the corporation of which they are 


officers is not a party. The relief sought is for an injunction or 
restraining order against the defendants and damages. 

The bill was dismissed upon the ground that the corpora- 
tion was an indispensable party. Manifestly an injunction 
against agents of a corporation operating under the right of 
irade in different states would affect the interests of the corpora- 
tion, and its interests being thus involved, the corporation would 
be entitled to be heard, and that being so, it is an indispensable 
party. 

While the cases are numerous in which directors of corpora- 
tions have been held personally liable for damages in actions of 
iaw for acts of infringement, we do cot understand that such 
personal liability is one enforceable in equity as a sole and single 
sround of equitable relief. It is quite likely, if a situation were 
presented in which an injunction were admissible, that, as an 
incident of such familiar equitable relief, damages would be 
ascertained and established. But an injunction ought not to be 
issued in the case before us, because restraint upon the officers 
of the corporation would directly affect the corporate right of 
trade, and an invasion of such a right of trade, through injunc- 
tion, ought not to be made without hearing the corporation. 

There are exceptional cases in which officers of corporations 
have been restrained in instances where the corporation was 
not a party, but we do not think they apply to the situation here. 

Judge Dodge points out in his opinion that the distributive 
ownership of the stock is not made clear by the bill, and in effect 
that the acts complained of are stated to be the acts of the cor- 
poration, and that there is no apt allegation that the defendants 
were personally doing the things complained of. 
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While we do not question the correctness of this interpreta- 
tion of the allegations of the bill, we think the stronger ground is 
that the complainant, the Wm. A. Rogers corporation, alleges in 
effect that the H. O. Rogers Rhode Island corporation, of which 
the defendants are officers, is a fictitious one, and in effect that 
the state of Rhode Island corporation was created through con- 
spiracy. To be more exact, the bill alleges: 


“That in furtherance of said conspiracy (a conspiracy which the bill 


had previously set out in detail) said Nichols and said Melsaac thereupon 
caused to be incorporated under the laws of Rhode Island the H. O. 


Rogers Silver Company.” 

This allegation is followed by a further description of the 
character of the conspiracy complained of. 

According to our view, for purposes of injunction, the bill 
puts in issue the question whether the Rhode Island corporation 
is fraudulent and fictitious, and thus the issue tendered presents 
a vital question, upon which the corporation, which was brought 
into existence under the forms of state law, is entitled to be 
heard, and under such circumstances we think the corporation is 
an indispensable party. As to what the appropriate remedy 
would be for trying a question whether corporate authority was 
obtained through fraud and conspiracy, we make no suggestion ; 
but we think it perfectly clear that the ordinary right of cor 
porate trade, through agents and officers, should not be restricted 
through injunction, upon that ground, without giving the cor- 
poration an opportunity to be heard in some appropriate proceed 
ing. 

The suggestion has been made that, if this proceeding is not 
sustained, the result will be a practical denial of justice. Quite 
likely that question is not before us, but it seems obvious that a 
proceeding in Rhode Island against the corporation, its officers 
and directors, would give the complainant such relief as it is en- 
titled to. 

The decree of the district court is affirmed, with costs of 
this court. 
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Gutu v. THe GutH CHocoLaTE Co. 
(224 Fed. Rep., 932.) 
Fourth Circuit, May 4, 1915. 


TRrADE-N AME—ASSIGN MENT, 


A person who has adopted and used his surname as a trade-mark 
or trade-name may transfer the right to use the same, with the good 
will of a business and thereby he divests himself of the right to use 
his name in connection with such business. 


Appeal from a decision of the United States district court 
for the District of Maryland. Affirmed. 


For the opinion of the district court see Reporter, vol. 4, 
P. 473. 


George W. Lindsay and Richard B. Tippett, both of Balti- 
more, Md., for appellant. 

Laurence A. Janney, of New York City (Emery, Booth, 
Janney & Varney, of New York City, on the brief), for appellee. 


sefore Knapp, Circuit Judge, and Wappi_t and Connor, 
District Judges. 

Knapp, Circuit Judge——We are satisfied with the disposi- 
tion of this case by the Court below and need only indicate our 
reasons for affirming the judgment. 

1. It is well settled that a person who has adopted and used 
his surname as a trade-mark, or trade-name, may transfer the 
same with the good will of a business and thereby divest him- 
self of the right to use his name in connection with such a busi- 
ness. In Russia Cement Co. v. Le Page (147 Mass., 206, 17 N. 
E., 304, 9 Am. St. Rep., 685), a case of marked similarity to the 
one at bar, the rule is stated as follows: 


“One who has carried on a business under a trade-name, and sold 
a particular article in such a manner, by the use of his name as a trade- 
mark or a trade-name, as to cause the business or the article to become 
known or established in favor under such a name, may sell or assign 
such trade-name or trade-mark when he sells the business or manufac- 
ture, anid by such sale or assignment conclude himself from the further 
use of it in a similar way. * * * A person may be enjoined, there- 
fore, from using his own name as a description of an article of his 
own manufacture, and from selling the arttle under that particular 
name, when he has parted with the right thus to apply it. * * * 
It is not upon the ground of the invasion of the trade-name adopted by 
another, but by reason of the contract he has made, that he is deprived 
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of the right himself to use his name as all others of the same name may 
use theirs.” 


The kindred case of Le Page v. Russia Cement Co. (51 


Fed., 943, 2 C. C. A., 557, 17 L. R. A., 354), dealing with sub- 
stantially the same facts states the proposition thus: 


“Tt is equitable that a manufacturer or dealer, who has given repu 
tation to any article, should have the privilege of realizing the fruits of 
his labors by transmitting his business and establishment, with the repu 
tation which has attached to them, on his decease to his legatees or 
executors, or during his lifetime to purchasers; and it is also in ac 
cordance with the primeciples of law, and with justice to the community, 
that any trade-mark, including a surname, may be sold with the business 
or the establishment to which it is incident.” 

These cases have been frequently cited with approval, as, 
for example, in Royal Baking Powder Co. v. Royal (i22 Fed., 
337, 340, 58 C. C. A., 499, 508), where Judge Lurton, speaking 
for the Sixth Circuit Court of Appeals, says: 

“Where one has used his own name as a trade-name, and then parted 
with it, he may, of course, be enjoined from using his name in that 
business.” 

2. As to the sale in this case: When Guth organized the 
Guth Chocolate Company of Delaware, in 1909, to take over the 
business of the Guth Chocolate Company of Baltimore, which 
had become insolvent, he transferred to the new corporation 
the transaction taking the form of a resolution accepting his 
written offer of sale—certain specified property and rights, “‘to- 
gether with the good will and use of the name Guth for the pur- 
pose of manufacturing and selling candies under the Guth label,” 
etc. At that time he was widely known to the trade as a candy 
manufacturer of superior skill, and his name was a valuable asset 
in connection with that business. He was made president of the 
new company, became later the owner of 80 odd per cent of its 
common stock, and dominated its activities until he disposed of 
his stock, in February, 1913, for several times what it cost him. 
A few months afterwards he withdrew from the company al- 
together and started another concern for the manufacture of 
candy, known as the Chocolate Products Company, which he ap- 
pears to control. 


In exploiting this venture, by circulars and otherwise, he 
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took pains to inform the trade that he had severed all connection 
with the Guth Chocolate Company, had launched an entirely 
new enterprise, and was making his goods by new processes and 
machinery. But he made prominent in every way the name of 
Guth, and evidently relied for success upon the popularity of 
candies associated with that name. True, he made use of his full 
name, “Charles G. Guth,” instead of the surname “Guth,” or 
“Au Guth,” which he had previously employed ; but it is the sur- 
name which catches the public, and few purchasers would notice 
the difference between one form and the other. In the nature of 
things confusion was inevitable. 

We are unable to distinguish the case in hand from the 
Le Page cases above cited, and others of similar import, which 
fully sustain the decree of the trial court. When, in 1909, Guth 
sold, among other things, “the use of the name Guth for the pur- 
pose of manufacturing and selling candies under the Guth label,” 
he dispossessed himself of the right thereafter to use his name 
as a trade-mark, and no valid reason appears for not holding him 
to his obligation. The commercial value of his name as a trade- 
mark is confined to the surname Guth, and the contract he en- 
tered into was not less effectually broken because he used his 


full name, instead of the surname only, on the packages of candy 
which he put upon the market. Stripped of all pretenses, what 
he really seeks to do is to keep for himself the essential thing 
he sold and also keep the price he got for it. A court of equity 


may properly prevent such manifest unfairness. The injunction 
granted goes no further than to enforce the agreement which 
Guth actually made in regard to the use of his name, and he can- 
not justly complain of a decree which compels him to abide by 
his bargain. 

Affirmed. 





PLANTEN Vv. GEDNEY. 


(224 Fed. Rep., 382.) 
Second Circuit, June 22, 1015. 


1. TRADE-MARKS—IMITATION. 
The trade-mark “Gedney’s C. & C. (Black) Capsules” is a col- 
orable imitation of “Planten’s C. & C. or Black Capsules.” 
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New York City, of counsel), for appellee. 


C. & C. or Black Capsules.” 
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2. TRADE-MARKS—DEScRIPTIVE WorpS—TEN YEAR CLAUSE. 


For many years the letters “C. & C.” have been used in the 
trade to indicate certain drugs, and hence are descriptive and not the 
subject of a trade-mark, either alone or in connection with the name 
of the manufacturer as applied to a remedy containing those drugs; 
but where a manufacturer had used exclusively the letters “C. & C.” 
as a trade-mark for ten years prior to the Act of February 20, 
1905, which provides for the registration of descriptive trade-marks 
so used, even though at common law descriptiveness might make them 
invalid, registration under the ten year clause makes it a valid trade- 
mark. 

3. TRADE-MARKS—VALIDITY OF REGISTRATION, 

The plaintiff first registered its trade-mark “Planten’s C. & C. 
or Black Capsules” in 1906, but has established continuous use of it 
since 1890. The defendant did not use either “C. & C.” or “Gedney’s 
C. & C. or Black Capsules” as a trade-mark on boxes or wrappers 
unt:l after the date of the plaintiff's registration. For a number of 
years the defendant enclosed a pamphlet in his boxes headed ‘“Ged- 
ney’s Capsules,” in which these two words, whenever they appeared, 
are printed in capitals, and in which there appear in small type, the 
words, “When purchasing, ask for Gedney’s C. & C. Capsules, com 
monly known as Gedney’s Black Capsules.” 

Held, that the defendant was not undertaking to advise the con- 
suming public that the letters and characters, “C. & C. (Black)” were 
a mark which would identify his goods and that the plaintiff's regis- 
tration is valid. 

4. CourTS—J URISDICTION—UNFAIR COMPETITION 
The United States district court has no jurisdiction over unfair 
trading, where the 


parties to the suit are not citizens of different 
states. 


Appeal from the district court of the United States for the 


southern district of New York, from a decree dismissing the 
bill. 


Reversed. 


For the opinion of the lower court, see Reporter, vol. 5, p. 


S. J. Cox, of New York City, for appellant. 


May & Jacobson, of New York City (J. N. Jacobson, of 


Before LacomBE, Coxe, and Warp, Circuit Judges. 


L,ACOMBE, Circuit Judge.—The first registration, No. 51,356, 


registered April 10, 1906, is of a “trade-mark for filled gelatin 
capsules,” 


and consists of the words and character “Planten’s 


The statement declares that the 


class of merchandise to which this trade-mark is appropriated is 
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capsules, and the particular description of goods on which it is 
used is filled gelatin capsules. It also states that the trade-mark 
is usually displayed upon printed labels of various kinds intended 
for application to boxes containing such capsules and to packages 
of such boxes. The second registration, No. 66,108, registered 
November 12, 1907, is of a “trade-mark for certain medicine 
* * ¥* remedy for the treatment of chronic and acute gonor- 
rhea” and other enumerated diseases. It is shown in the accom- 
panying drawing as consisting of the letters “C. & C.” printed in 
one color on a field of another color. The statement declares 
that it “is applied or affixed to the goods by providing boxes con- 
taining the goods in gelatin capsules with labels and packages of 
such boxes with wrapper labels on each of which the trade- 
mark is printed.” 

The suit was begun June 24, 1914. It is not disputed that 
at and prior to that time defendant was offering for sale pack- 
ages of boxes containing his gelatin filled capsules (inclosing the 
same two drugs) in a wrapper on which were printed the words 
and characters “Gedney’s C. & C. (Black) Capsules.” Until 
about two years before the beginning of the suit the inscription 
of defendant’s wrapper did not contain the words last above 
quoted ; the most prominent inscription was “Gedney’s Capsules,” 
accompanied with the statement that they contained ‘Balsam 
Copaiba and Oil of Cubebs.” Under the decision of the supreme 
court in Thaddeus Davids Co. v. Davids (233 U. S., 461, 34 Sup. 
Ct., 648, 58 L. Ed., 1046 [-Reporter, vol. 4, p. 175]) and our de- 
cision in Warner v. Weiner (214 Fed. Rep., 30, 130 C. C. A., 424, 
| Reporter, vol. 4, p. 465]) the trade-mark “Gedney’s C. & C. 
(Black) Capsules” is a colorable imitation of ““Planten’s C. & C. 
or Black Capsules.” 


For very many years the letters “C. C.” have been used by 
manufacturers and dealers in drugs as_ indicating 


Balsam 
Copaiba and Oil of Cubebs, just as the letters “‘C. S.” have been 
used as an abbreviation of Cubebs and Sandal and “C. O.” of 
Castor Oil. Also for many years purchasers of a remedy con- 
taining these ingredients have asked for it as “C. & C.” It is 
therefore contended that the letters are descriptive and cannot 
be appropriated as an exclusive trade-mark by any one. It was 
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on that ground that Judge Evans decided the case, and it is the 
principal matter in dispute here. 

The act of 1905 was intended to crystallize the law as to 
trade-marks used in interstate commerce; the courts had been 
filled with cases presenting many questions not always harmon- 
iously disposed of. Congress in this act, deals exhaustively with 
the subject. It provides that no future trade-mark shall be 
registered which is personal (giving the name of an individual), 
geographical, or descriptive. Wishing apparently not to destroy 
all existing rights which might have resulted from a “secondary 
meaning’ having been acquired by words ordinarily geographic, 
descriptive, or what not, it provides that nothing in the act con- 
tained shall prevent the registration of any mark used by the ap 
plicant or his predecessors in foreign or interstate commerce 
when such mark was “in actual and exclusive use as a trade- 
mark of the applicant or his predecessors * * * for ten years 
next preceding the passage of this act’’—1i. e., for 10 years prior 
to February 24, 1905. Before a certificate can be issued the 
trade-mark must be published for 30 days in the Official Gazette, 
within which time any one may file objections. It will, of course, 
quite frequently happen that such published notice fails to reach 
some person interested, and therefore objections which the 
patent office might have considered fatal to the application are 
not presented. In consequence registration will some times be 
improvidently granted; the office being misled as to the length 
in time of prior use, or as to its exclusive character. For such 
cases the act provides, in the thirteenth section, a remedy by 
application to the commissioner of patents for a cancellation of 
the registration. The remedy is full, fair, and summary, with 
appeal from examiner to commissioner, and with no time limit 
for the application. It may be strongly argued that for an im 
provident registration this remedy should be exclusive, leaving 
it for the tribunal, which had decided on insufficient evidence 
that there had been ten full years’ exclusive use, to reach a dif- 
ferent conclusion on fuller testimony. Many other defenses to a 
suit upon registered trade-mark can be disposed of only in a suit 

title (as to which under section 16 registration is prima facie 


evidence), estoppel, license, laches, etc.; but it may be that con- 
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gress intended that as to the two questions whether prior use was 
for ten full years and was exclusive the patent office should 
decide. Such question of practice, however, need not be decided 
in this cause. 


> e - . . “on > aes 
[he main defense relied on is that the letters “C. & C. 

alone or in combination with the maker’s name cannot be held to 

be a valid trade-mark, because they are descriptive, indicating 


that the article covered by them is a compound, essentially, of 
cubebs and copaiba. The evidence indicates that these letters 
have been so understood in the trade and by some, possibly 
many, users for many years. But, as we understand the decision 
in the Davids case (233 U. S., 461, 34 Sup. Ct., 648, 58 L. Ed., 
1046 | Reporter, vol. 4, p. 175] ), that circumstance does not pre- 
vent their being registered as a valid trade-mark under this act, if 
they have been exclusively used as such by complainant for 10 
years prior to 1905. It was one purpose of the act to protect 
just such a situation. If the applicant satisfied the patent office 
that the conditions required in section 5 existed—ten years’ ex- 
clusive use—he should get his registration, even though the mark 
were descriptive; and registration made his trade-mark a valid 
one, although at common law its descriptiveness might make it 
invalid. ‘ 

A further defense asserted is that the registration was ob- 
tained fraudulently. Judge Evans reached the conclusion that 
the evidence does not sustain this charge, and we fully concur 
with him. The registration was obtained ex parte, no one ap- 
pearing to object in response to the notice published in the 
Official Gazette; defendant did not know that application was 
pending. He now contends: 

(1) That complainant or his predecessors did not use the registered 
trade-mark, for 10 years prior to February 24, 1905. 

(2) That, even though they did, defendant or his predecessors dur- 
ing the ‘same period were using the same trade-mark, and therefore 
appLcant’s use was not exclusive. For which reasons it is contended 
that the registration was improvident and has no validity. 

Not passing upon the proposition that these two grounds of 
objection should be first presented to the commissioner of pat- 
ents upon an application to cancel, we have examined the testi- 
mony adduced in support of them. 
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(1) The evidence fully establishes the proposition that as early as 
1890 complainant (or his predecessor) applied to his boxes in a prominent 
position, so printed and spaced as to strike the eye of an observer, the 
words “Planten’s C. & C. or Black Capsules (Trade-Mark),” and also 
similarly applied the same to the wrappers of patkages, containing sev- 
eral boxes. Also that he has so applied this mark ever since and has ex- 
iensively advertised it from about 1890 to the beginning of the suit. 

(2) No use by defendant or his predecessor of the “C. & C.” or 
ihe “Gedney’s C. & C. or Black Capsules” as a trade-mark on boxes or 
wrappers is shown until sometime after the date of registration. It 
was shown that for many years (including the period from February 
20, 1895, to February 20, 1905) there was inclosed ‘n defendant’s boxes 
a folded leaflet, headed “Gedney’s Capsules.” It contains about 30 lines, 
describing his remedy, its uses and benefits, all in small type, except 
that whenever the words “Gedney’s Capsules” appear (as they do seven 
times) they are printed in capitals. In the course of this description 
there appears the suggestion, also in small type: “When purchasing, 
ask for Gedney’s C. & C. Capsules, better known as Gedney’s Black Cap- 
ules.” Three advertisements only containing the words “C. & C.” and 
“Black” were proved The first is in a price list of McKesson & Rob- 
bins, wholesale druggists. It contains the words ‘n large full-faced black 
tvpe “Gedney’s Capsules,” accompanied with a wood cut showing a 
nan’s head with a capsule marked “Gedney” between his lips and sur 
rounded with a circular inclosed space containing the words: “Trade- 
Mark.” Below the words “Gedney’s Capsules” is the statement in small 
type that “Gedney’s C. & C. (Black) Capsules have a world-wide repu- 
iation for reliability and purity for the past sixty-four years.” The 
second advertisement is in the price list for 1900 of the Houston Drug 
Company (of Texas), in which the description of the article is headed 
with the words—in large capitals—“Gedney’s C. & C. (Black) Cap- 
sules.” The third advertisement appeared in the 1903 price list of Berry 
Demoville Company, wholesale druggists of Nashville, Tenn. In this also 
the description is headed, in large capitals, with the words “Gedney’s 
C. & C. (Black) Capsules.” 


The evidence fails to satisfy us that during the ten-year per 
iod the defendant was undertaking to advise the consuming pub- 
lic, either by marks upon his boxes or wrappers, or by advertise 
ments of a sort adapted to reach them, that the letters and char- 
acters “C. & C. (Black)” were a mark which would identify his 
goods. We are not persuaded that the patent office im- 
providently granted these registrations. The trade-marks thus 
registered are valid, they have been infringed, and complainant 
is entitled to the relief accorded to him by section 16 of the act 
of 1G05. 

The complainant includes a charge of unfair trading. 
Since the parties are not citizens of different states, that part of 
the bill was correctly dismissed without prejudice. 

The decree is reversed, with costs of appeal, and cause re- 
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manded, with instruction to decree in conformity with this 
opinion. 
Cox, Circuit Judge, dissents. 


New ENGLAND CONFECTIONERY Co. v. NATIONAL WAFER Co. 
(224 Fed. Rep., 344.) 
First Circuit, June 18, rors. 
TRADE-MARKS—INERINGEMENT 
The word “Nawaco” is neither identical with nor a_ colorable 
imitation of the word “Necco” and is not calculated to deceive the 
purchasing public, familiar with the latter mark. 
\ppeal from decree of the district court of the United 
States for the District of Massachusetts, in favor of defendant. 
In equity. Affirmed. 


The following is the opinion of Dodge, Circuit Judge, in the 


court below: 


This bill complains that the defendant has infringed a certain reg 
istered trade-mark belonging to the plaintiff. The relief it can obtain 
in this suit is limited to that which can be afforded for such an in 
fringement. lelief against other unfair competition by the defendant 
is not within the jurisdiction of this court to grant, there being no diverse 
citizenship of the parties. Both are Maine corporations. <A _ similar 
situation was presented in Thaddeus Davids Co. vy. Davids (1C. C.1, 165 
Fed., 792; Id., 178 Fed., 801; 102 C. C. A., 249; Jd. |D. C.], 190 Fed., 285 
{Reporter, vol. 1, p. 215]: /d., 192 Fed., 915; 114 C. C. A., 355 [Reporter, 
vol. 2, p. 45]). 

The particular trade-mark alleged to have been infringed is that set 
forth in the cert ficate of registration No. 409,205, issued to the plaintiff 
on January 30, 1906. The certificate describes it as consisting of “the 
coined word ‘Necco,) as shown in the accompanying facsimile.” The 
facsimile presents the words in capital letters of uniform size and uni 
form dstinctive character. As shown in the facsimile, they are in solid 
black-faced type. 

It appears that the plaintiff owns another registered trade-mark, de- 
scribed in certificate No. 49,239, issued on the same date as the other, 
which states that the mark consists, “as shown in the accompanying 
facsimile,.of a heavy black circle inclosing three fields—namely, a central 
red field, on which appear the words ‘Necco Sweets,’ and two white 
fields, respectively above and below the central field. The outer edges 
of all three fields are bordered by lines which are concentric with the 
black circle, and the edges of the upper and lower fields, which are 
adjacent to the central field, are separated therefrom by double curved 
lines as shown.” 

But there is no allegation in the bill that the latter trade-mark has 
heen infringed. The word “Necco” therein, as presented in the facsimile 
last referred to, is in letters of a character widely different from thos«¢ 
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used in the facsimile shown by the certificate of 
the bill refers. 

The alleged infringement consists in the use of a trade-mark which, 
as the bill itself alleges, has been also registered by the defendant. It is 
described in certificate No. 78,340, issued to the defendant June 7, 
“as the trade-mark shown in the accompanying drawing.” 
shows the word “Nawaco,” 


registration to which 


IQIO, 
The drawing 
in ornamental capital letters of uniform size 
and character, rather larger in size than those shown in the plaintiff’s 
facsimile, and noticeably different in character. The defendant’s letters 
have no broad black faces; they are detined by outlines only, between 
which there is no filling in 
There is thus a difference between the respective marks, not merely 
in the two words used, but also in the manner in which the two words 
appear. The total difference is to my mind sufficient to prevent the 
corrclusion that the defendant’s trade-mark infringes that of the plain 
tiff whereon this suit is based. The defendant’s mark is plainly not 
identical with the plaintiff's, nor do | think it can fairly 
as colorably resembling it, or as having any such near resemblance to 
it as might be calculated to deceive. The trade-name differs from the 
trade-mark, as has been said, in that one appeals to the ear more than 
to the eye. N. K. Fairbank Co. v. Luckel, etc., Co. (102 Fed., 327, 331 
42 C. C. A, 376). But this cannot be regarded as a suit for the pro 
tection of a trade-name. The plaintiff did not, as in Thaddeus Davids 
Co. v. Davids, above cited, register its word, however printed, as its 
trade-mark, irrespective of any distinctive lettering. (See 165 Fed. Rep., 
793, 794.) Though it may have secured the exclusive right to its identical 
word, used as a mark, even when shown in different lettering, I do 
not think its registration enables‘it to say that another word, though 
having some resemblance 


be described 


to its own, infringes when shown in lettering 
which makes the difference between the two so readily distinguishable by 
the ordinary observer (see Wamuer Bros. Co. \ 
130 C. C. A., 424 [Reporter, vol. 4, p. 465]). 

The view of the case above taken has required the disregard of all 
allegations and evidence relating to charges of unfair competition merely 
on the defendant's part. How far the defendant’s packages or labels 
are like the plaintiff's in general appearance, how far the word regis 
tered and used by the defendant resembles or may be made to resemble 
in sound the plaintiff's word, or how far purchasers have been or are 
likely to be misled by such resemblances, do not seem to me questions 
involved in the only issue which this court can determine, regarded as 
the pleadings have presented it No infringement of the particular regis- 
tered trade-mark in question being in my opinion established by the 
plaintiff, | must order its bill dismissed, with costs. 


Wiener, 214 Fed., 30; 


James L. Putnam, of Boston, Mass. (William L. Putnam, 
James L.. Putnam, and Putnam, Putnam, Putnam & Bell, all of 
Boston, Mass., on the brief), for appellant. 


John Noble, of Boston, Mass. (Samuel Vaughan and 


Loring, Coolidge cy Noble, all of Boston, Mass., on the brief), 


for appellee. 


Before PutNaM and BincHaM, Circuit Judges, and ALp- 
RICH, District Judge. 
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AupricH, District Judge——We think the district court was 
right in basing its determinations upon the single question 
whether the complainant’s trade-mark, consisting of the coined 
word, ““Necco,” was infringed by the defendant’s use of its trade- 
mark, ““Nawaco.” 

The original bill put in issue that question only, and in its 
prayers for relief the complainant asked, among other things, 
for an injunction against the National Wafer Company, restrain- 
ing it from using its trade-mark, “Nawaco,” upon the ground 
that the name was so near that of “Necco’ that it should be 
treated as a copy, or at least as a colorable imitation. 

Evidence was taken under issues joined upon such a theory 
of the complainant’s case; the cause was argued upon the merits ; 
there was a decision adverse to the complainant through an 
opinion handed down by the district court, August 27, 1914. 

Nearly a month thereafter, the complainant moved for a 
rehearing and for leave to amend its bill, by describing certain 
other trade-marks, under which it was claimed that the trade- 
mark designs, described by these certificates, among other things, 
embraced certain settings, like a circle with upper and lower 
fields, separated from a central field by double curved lines, as 
shown. 

The object of this amendment was, of course, to enlarge the 
scope of the issues, and to make the case more one of unfair 
competition than of trade-mark infringement, pure and simple, 
and yet there was no allegation that the trade-mark described 
as “Necco Sweets,” which was the trade-mark of the proposed 
amendment, and one having a setting in the fields to which we 
have referred, had been infringed. 

The fourth assignment of error is directed against the re- 
fusal of the district court to allow this amendment.. 

The question whether the amendment should be allowed at 
such a stage of the proceedings was doubtless one of discretion, 
and, if it were open to revision here, we should quite likely take 
the view that the discretion was properly exercised. 


Holding this view as to the single issue involved, we have 
only to consider the question whether ‘“Nawaco” should be ac- 
cepted as identical with the word “Necco,” and, if not identical, 
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whether it is so near like it as to be in colorable imitation, and 
therefore to be accepted as a name used in infringement of the 
complainant’s rights under its trade-mark based upon the coined 
word “Necco.” 

We do not think it was either. The word “Necco” and 
“Nawaco” are not identical nor colorably the same. On the con- 
trary, we think they are so far different in sound and looks as to 
be easily “distinguishable by the ordinary observer.” 

It must be borne in mind that the trade-mark under which 
relief is sought was the coined word “Necco,” as shown in the 
facsimile which is annexed to the application for registration, 
and in the declaration, accompanying the statement of the trade- 
marks sought to be established it is said that no other has the 
right to use said trade-mark, either in the identical form or in any 
such near resemblance thereto as might be calculated to deceive. 

Having seen that the word “‘Nawaco” is neither identical 
nor in colorable imitation, when tested by the eye or by the ear, 
without expressly defining what weight the setting of the words 
“Necco” and “Nawaco’ upon the labels, in commercial use, 
should have in a strictly trade-name or trade-mark case, we see 
nothing in the type, or the labels, which reasonably brings the 
word “Nawaco,” with its commercial setting, into such similitude 
with the word “Necco,” and its setting, as used by the complain- 
ant, as to make it a label or mark calculated to deceive the pur- 
chasing public. 

Judge Dodge, in his opinion, particularly differentiates the 
characteristics of the two words and the different labels, and we 
see no occasion to enlarge the discussion upon that phase of the 
case. 

We de not look upon the testimony of witnesses sent out by 
the complainant to call for “Necco,” to whom in some instances 
‘“‘Nawaco” was passed out by the tradesman, as at all conclusive. 
The witnesses were not deceived, and the testimony bears more 
upon the fair dealing of the shopkeepers than upon the question 
as to whether the purchasing public would be misled into buying 
something different from what they called for. While Mr. 
Justice Brewer’s reasoning in the case of Lorillard v. Peper, (86 


Fed., 956, g60, 30 C. C. A., 496) had reference to instances where 
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the purchasers were actually misled, it applies with still greater 
weight to testimony of witnesses who are sent out to see what the 
storekeepers would pass out when they called for “Necco.” 

We do not think we are required to review the various trade- 
name and trade-mark cases referred to by Judge Dodge, and by 
counsel, as authorities supposed to have some bearing by way of 
analogy upon the issue here, because we think the case is plainly 
against the complainant upon the face of the names and their 
settings. 

While there might be differences of opinion on the question 
of colorable imitation, and while in isolated instances members 
of the public might possibly be misled, evidence which comes 
through an inspection of the names, the labels, and the packages 
is of great weight, if not controlling with the court having the 
responsibility to decide. Lorillard Co. v. Peper (86 Fed., 956, 
g6o, 30 C. C. A., 496). 

The decree of the district court is affirmed, with costs of this 
court. 


ARMSTRONG SEATAG CORPORATION V. SMITH’S ISLAND OYSTER 


Co. 


(224 Fed. Rep., 100.) 
Second Circuit, May 12, 1015. 


UNFAIR COMPETITION—TAGGING OYSTERS. 

Where one company adopted a novel scheme of attaching to a 
certain plate on the shells of oysters a metal tag of octagonal shape 
and later another company used the same scheme, but changed the 
shape of the tag and the wording it contained, the former company 
cannot claim a monopoly on this practice and the latter cannot be 
restrained on the ground of unfair competition from thus tagging 
their oysters, even though some confusion has resulted and is liable 
to result to customers through the erroneous belief that all oysters 
so tagged are shipped by the former company. 


Appeal from the district court of the United States for the 


southern district of New York. Affirmed. 


Charles K. Offield, of Chicago, Ill. (McLanahan, Burton 
& Culbertson, of Washington, D. C., of counsel), for appellant. 


Samuel Owen Edmonds, of New York City, for appellee. 
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Before Lacomse, Warp, and Rocrrs, Circuit Judges. 


Warp, Circuit Judge.—This is an appeal from an order of 
Judge Hough denying complainant’s petition for a preliminary 
injunction. The bill sets forth that Armstrong Bros. were the 
first persons to attach a tag to the shell of their oysters as a trade- 
mark to indicate their origin; that the tag is a flat octagonal piece 
of metal bearing the following inscription, “Seatag Virginia 
Oyster Armstrong Bros.,’’ which is fastened into the lower shell 
near the hinge; that they began to do this in the season of 
1913-14, registering their trade-mark in the United States Pateat 
Office May 12, 1914; that subsequently they sold their business 
of buying, tagging, and selling oysters, together with the trade- 
mark, to the complainant. 

The bill goes on to allege that the defendant in the season 
of 1914-15 began to tag its oysters at the same place with a 
flat triangular piece of metal bearing the inscription “Smith's 
Island Va.”; that it sells its oysters at a lower price, and that 
confusion is made by the similarity of tagging, especially when 
the tags have been exposed to sea water, so that the defendant’s 
oysters may be and have been sold to consumers, who wanted the 
complainant’s, as and for the complainant’s oysters. 

The relief prayed is that the defendant may be enjoined 
from using a tag like the complainant’s, or in such a position 
upon the shells of the oysters as to mislead the unwary into con- 
fusing its oysters with the complainant’s oysters. The bill pro- 
ceeds, not upon the technical trade-mark, but upon unfair com- 
petition. Indeed, so far as the technical trade-mark is concerned, 
the two tags are so unlike each other in shape and wording that 
they are not likely to be confused. 

The oysters sold by both parties are sea oysters, coming 
from the open sea off the eastern shore of Northampton county, 
Va. If it had been usual to tag oysters, no one would have 
thought the defendant guilty of unfair trade because of what it 
does. The idea, however, was a novel one and an excellent ad- 
vertisement. It appealed strongly to the consumer, indicating to 
him that each oyster had been separately handled, so that it is 
not surprising that as soon as the complainant began to use the 
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tag its sales increased enormously. But because their assignors 
were the first persons to tag oysters, the complainant cannot 
claim a monopoly of doing so; nor a monopoly of tagging them 
on the lower shell at the hinge, which is obviously the best place ; 
nor a monopoly of using metal for the tag. All it has a right to 
insist upon is that the defendant shall not tag its oysters in such 
a way that they may be substituted for the complainant’s. 

We think it quite likely that some confusion has occurred 
and will for a time still occur, although the deiendant is acting 
strictly within its rights. This is for reasons that would be as 
likely to cause substitution of the defendant’s for the complain- 
ant’s oysters if they were sold at or near the same price as vice 
versa. The chief reason is that many consumers have supposed, 
and for some time will continue to suppose, that there is on the 
market only one kind of tagged oyster, and if they see a tag on 
the shell that they are getting that oyster. This error is assisted 
by the no doubt innocent circumstance that the complainant in- 
corporated the word “‘tag’”’ into its trade-mark “Seatag.”” When, 
however, the habit of tagging oysters becomes better known or 
more general, the consumer will learn the various trade-marks, 
and will look to see that he gets what he wants. If he does this, 
there will be no danger of confusing complainant’s tag with the 
defendant’s. 

The defendant’s business is older and larger than the com- 
plainant’s. It has always sold and advertised, and continues to 
sell and advertise its oysters as “Smith’s Island Oysters.” We 
do not discover any evidence of fraud, or dishonesty, or unfair 
dealing in its conduct, and therefore the order of the court be- 
low is affirmed. 


UNITED STATES DISTRICT COURT 


AuTomMaATic RECORDING SAFE Co. v. BANKERS REGISTERING 
SAFE Co., et al. 


(224 Fed. Rep., 506.) 
Northern District of Illinois, E. D., June 7, 1015. 


1. TRADE-MARKS—VALIDITY. 


The word “Teller” as a trade-mark for recording safes, although 
of a suggestive character, is valid. 
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2. UNFAIR COMPETITION—IMITATION OF Goops. 
Where the defendants made and sold a smail recording bank for 
coins which could be distinguished from the plaintiff's patented ar 


ticle only by careful examination and where there is sufficient proof 
of actual deception and confusion, defendant's action is held to con- 
st tute unfair competition. 


In equity. On final hearing. Decree for complainant. 


Dyrenforth, Lee, Chritton & Wiles, of Chicago, IIL, for com- 
plainant. 


Gerald G. Barry and John C. Farwell, both of Chicago, IIL, 
for defendants. 

SANBORN, District Judge.—Injunction suit to restrain un- 
fair competition, infringement of trade-mark “Teller,” and in- 
fringement of patents relating to recording safes used by de- 
positors in savings banks for the temporary collection of coins: 


* * * * * 


The safes in question are made of nickel steel, about the 
size of a small flatiron, oval in shape, and comprising a coin stack 
with six cylinders, open at the top and slotted at the outer side. 
This is known as the core. Over this fits tightly the other part 
of the device, called the casing (like a skullcap), with a small 
lock under the top, engaging with the top of the core, by which 
the two parts are detachably secured together while the coins are 
being gradually deposited. Opposite the top of each coin com- 
partment of the core there is a coin admission slot in the casing, 
with a spring slot guard to prevent withdrawal. The recording 
feature is secured by small holes through the casing opposite each 
coin stack, through which the height of the stack of collected 
coins may be seen and the amount estimated. 

* * * * * 

The recording safes in question sold by complainant have 
had quite a remarkable history. Starting on a capital of $4,000 
the business has stood a total expense of about $500,000, all paid 
out of earnings, while the sales have exceeded 1,000,000 in num- 
ber. A considerable part of the business also depends upon the 
placing of the safes among prospective depositors in banks 
through the work of salesmen or solicitors who represent the 
banks, and who sometimes guarantee the latter that the account 
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of the purchaser of a safe will continue for a certain time. In 
addition to this method of sale it appears that more than half 
of the demand for the recording safe comes directly from sav- 
ings banks and trust companies, mainly through advertising or 
the solicitation of traveling salesmen. 


The history and development of complainant’s business are 
described by its counsel, and shown by the proofs, substantially 
as follows: 


In the year 1902, Robert J. Thompson and Alexander H. Revell, 
realizing the desirability of a plural-compartment recording safe for use 
by banking institutions and trust companies, entered into an arrangement 
whereby a recording safe, suitable for the purpose, should be produced 
by Mr. Thompson and placed upon the market by Messrs. Thompson 
and Revell. Thompson devised the construction shown in Patent No. 
758,340, and during the period 1902-1904 the device was placed on the 
market by Messrs. Thompson and Revell, doing business in the name 
of the Automatic Recording Bank Company. The Thompson recording 
safe proved to be expensive in manufacture, mechanically deficient in 
some particulars, and lacking in the mode of operation which was af- 
terwards introduced into the recording safe art by Mr. Fisher. Only 
a very few thousand (perhaps about 3,000) of the Thompson record- 
ing safes were sold, and it was afterwards necessary to replace these 
safes with the Fisher recording safe. The recording safe shown in 
Fisher Patent, No. 793,770, was devised to overcome the defects of the 
Thompson recording safe. Fisher conceived the idea of a recording 
safe comprising two main telescopically related complemental parts or 
elements, viz: (a) A core comprising a base and open-sided or at- 
vessible coin receptacles rising from the base, the core being provided 
with a locking member; (b) a coin-slotted, guard-equipped, and lock- 
provided casing within which the core snugly fits and is detachably 
locked. The coin-receptacles of the core were grouped about a common 
center; and the vertical wall of the casing was provided near its upper 
end with a series of coin slots corresponding with the several coin 
compartments, while the slot guards were arranged in an annular series 
beneath the top wall of the casing. When the parts were assembled, 
the vertical wall of the casing served to cover the outer vert.cal open- 
ings of the coin receptacles. It was important that, in filling the safe 
with coins, they should be permitted to drop freely and be stacked 
flatwise in the coin receptacles. 

The new mode of operation introduced in the savings bank art by 
Fisher will be clearly understood from Figure 3 of the drawing of the 
Fisher .patent. The new mode of operation introduced was that by 
removing the cover the receiving teller at the bank was able to leave 
the core standing on the counter with the coins assorted according to 
denomination and arranged in stacks, these stacks being capable of be- 
ing removed one by one from their respective compartments, thus 
sav ng the slow, laborious work of assorting the coins and economizing 
the time of the busy and hard-worked employee of the banking insti- 
tution. The approval of the bank officers was an important factor in 
the success of the device, and one of the chief objects was to © ro duce 
a bank so convenient as to be entirely satisfactory to the receiving 


: 
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teller. From the viewpoint of the customer it was made of convenient 
size, simple in structure, mechanically desirable, sanitary, and cheap. But 
the most important feature was the mode of operation described. 

The idea of unlocking and removing a casing having coin-admission 
means from a core having open-sided coin receptacles, thus leaving the 
coins accessible to removal in stacks, and avoiding the necessity of as- 
sorting the coins (which was necessary with the Thompson patent, 
where the contents of the bank were dumped by the teller), is employed 
in all complainant’s recording safe product and by all of the defendants 
in the suits referred to. 


About May, 1904, the National Recording Safe Company was incor- 
porated, Revell, Thompson, and Fisher being the directors, and the 
Fisher recording safe was placed upon the market in the cylindrical 
form shown in the first Fisher patent. Between 300,000 and 400,000 in 
this particular embodiment were marketed. In the latter part of the 
year 1909, the National Recording Safe Company made arrangements 
for marketing its recording safe in the oval form, and with the outer, 
lateral openings of the coin compartments contracted somewhat. This 
form was placed upon the market in April, 1910, and between 500,000 
and 700,000 of the oval form of safes have been sold by complainant. 
Late in the year 1909, complainant arranged with the White Company 
to manufacture complainant’s product; and in April of 1910 complainant 
began the marketing of its oval form recording safes under the trade- 
mark “Teller,” associated with various auxiliary words, such as “Sav- 
ings,” “Traveling,” etc. For three or four years complainant’s product 
was practreally all manufactured by the White Company, and shipped 
directly by that company to complainant’s customers. A large number 
of details of improvement were perfected and developed by Mr. Fisher 
at complainant’s expense, and numerous patents were taken for such 
features of improvement as were of a patentable order. All of the re- 
finements in construction and appearance, whether of a patentable order 
or not, were developed at complainant’s expense, and the arbitrary mark- 
ings and all the details of size, exact curvature, appearance, color, and 
finish, were worked out by it; and during this period of development, 
all the secrets of manufacture and invention were made known to and 
learned by the White Company, while enjoying complainant’s patronage 
during a period when between $100,000 and $150,000 was paid to it by 
complainant. The expense for all of the dies and special tools, the 
expense of procuring the patents, and the expense of introducing and 
making known the recording safe throughout the United States, was 
borne by complainant. 


During the year 1913 complainant began to transfer its business to 
another factory, where the stamped core and spider could be made in 
lieu of the die-molded cast core and spider, which the White Company 
was accustomed to manufacture for complainant. The White Com 
pany continued, however, to manufacture for complainant and to ship 
goods to complainant’s cutsomers. During this period the White Com- 
pany entered upon the manufacture of a recording safe for itself, 
known as “Depositor’s Teller,” in which it copied the latest form of 
the device, together with the trade-mark “Teller,” and copied also the 
“Savings Teller,” so that they can hardly be distinguished. While it is 
true that these savings banks are sold mainly to bank officers, who would 
not be easily deceived, yet some confusion in the trade actually resulted. 


A preliminary injunction against unfair competition was 
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granted against the White Company, and the latter then arranged 
with the Burns Company in New York, whereby the latter took 
up the sale of the White Company product as its own, omitting 
the word “Teller.” Suit was brought in New York against the 
Burns Company, in which Judge Julius M. Mayer granted a pre- 
liminary injunction, based on claim 8 of the first Fisher patent. 

* * * * * 

In respect to the trade-mark “Teller,” it seems clearly valid. 
It is of a suggestive character, but of the right kind, as in the 
case of “Roof Leak” for paint, as just decided in this court in 
Elliott Varnish Co. v. Sears, Roebuck & Co. [D. C.] 221 Fed. 
Rep., 797 [Reporter, vol. 5, p. 306] ), Loonen v. Dietsch [C. C.] 
189 Fed. Rep., 487 [Reporter, vol. 1, p. 278]), where plaintiff 
used a red cross as a trade-mark for a tooth brush, may also 
be referred to. A long list of terms held descriptive, and so not 
subject to appropriation as trade-marks, is given in the main 
opinion in Trinidad Asphalt Co. v. Standard Paint Co. (163 Fed. 
Rep., 977, go C. C. A., 195 [| Reporter, vol. 1, p. 10], and a 
similar list held good trade-marks in the dissenting opinion, pages 
987, 988. 

As to unfair trade, defendants have made and sold a bank 
which can be distinguished from complainant’s form only by 
careful examination, and the proof shows sufficient proof of 
actual confusion and deception. It is true that the purchasers of 
these safes are bankers, and that the articles are not sold to the 
public generally ; however, even bankers may be deceived, as the 
evidence shows. 

Pope Automatic Merchandising Co. v. McCrum-Howell Co. 
(191 Fed. Rep., 979, 112 C. C. A., 391, 40 L. R. A. (N. S.), 463 
[Reporter, vol. 2, p. 109] ) in this circuit, is cited by defendants, 
and it is urged that the form adopted by both parties is strictly 
utilitarian, and therefore may be copied without lawful objec- 
tion. In that case there was no patent covering the invention, 
while in this the form of the device will become public property 
upon the expiration of the Fisher patents. 


There should be a decree adjudging the validity of the com- 
plainant’s trade-mark. An injunction and accounting, as prayed, 
should be awarded against unfair trade. Complainant should 
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have costs, because of the violation of the trade-mark and the 
unfair competition. 


HirAM WALKER & Sons v. GRUBMAN, et al. 
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(22 Fed Rep., 
Southern District of New York, March 31, 1015 


1. UNFAIR COMPETITION—IMITATION OF Goops 

\ manufacturer may imitate a certain tvpe of whisky in colo1 
and flavor, provided that the imitation whiskey be so distinguished 
from the original that purchasers will not be deceived into otherwise 
buying it as the genuine 

2, UNFAIR CompetTiTion—Dvuty or IMITATOR 

One who is frankly putting out an imitation of another article 
should be held very strictly to the requirement of distinguishing his 
goods from the original \ny doubt must be resolved against the 
imitator; he assumes the duty of making clear that his imitation is 
n fact not the real article 

3. UNFAIR COMPETITION—INJUNCTION, 

One who wishes to restrain another from selling under its true 
name a commodity he has the right to make and sell, though an 
imitation of his own, must show that the proposed seller will not 
in fact make known that it is an imitation and that the result will 
be to pass off the substitute for the genuine. 

j. UNFAIR COMPETITION—INJUNCTION 

Where it has been shown that by far the greater part of the 
output of an imitation of a certain type of whisky is brought in the 
wood and used by retailers to refill bottles which originally contained 
the genuine article and bore the labels thereof, the wholesalers may 
be restrained by injunction from selling to retailers in the wood 
except where there is reasonable assurance that the retailer will us¢ 
the product honestly 


In equity. On final hearing. Decrees for complainant. 
For the court’s memorandum on the settlement of the decree, 
see Reporter, vol. 5, p. 260. 

These are fourteen cases brought by the same plaintiff 
against different defendants for unfair competition in the sale of 
whisky. The plaintiff alleges that it is the maker if a well- 
known brand of Canadian whisky which has been sold in the 
United States for more than twenty-five years under the title 
“Canadian Club,” a name registered in the patent office since 
18g1, and that the defendants who are all wholesale liquor dealers 
in the city of New York, were engaged in putting out a whisky 
made in imitation of the plaintiff’s under the name “Canadian 


Type” whisky, which was an infringement of the plaintiff’s 
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rights, and were also selling such whisky in bulk in the wood to 
saloon keepers for the purpose of refilling the plaintiff’s bottles 
in substitution for the plaintiff's whisky. The bills contain the 
usual prayer for an injunction and accounting. The defendants 
deny the allegations of wrongdoing, and allege that there is a 
type of whisky known as “Canadian” which they have the right 
to imitate, and which they do imitate and sell under the name 
“Canadian Type” whisky. 

The cases were heard all together, though not formally con- 
solidated, and upon the hearing the following facts developed : 

In the United States three or four brands of whisky made 
in Canada have been sold for many years. By far the largest 
sale of these whiskies is the plaintiff’s with its “Canadian Club,” 
the next best known being Seagram’s and Gooderham & Worsts’. 
Some sale was also shown of a Canadian whisky known as 
Wiser’s of the same general character. These whiskies are all 
light in color, and made out of corn and rye in a many-cham- 
bered still, which eliminates a larger part of the essential oils 
that give flavor, rendering them milder to the palate, or as the 
phrase is, “light-bodied.””, No American whiskies are like these 
three brands in color, though some of the Bourbons approach 
them; none have a flavor like them, though many are not far 
off. There are also white Canadian whiskies of an entirely dif- 
ferent character, which need not be considered. For many years 
prior to the enactment of the pure food act in 1906, American 
whiskies were sold under the name “Canadian” with various 
suffixes, e. g., Canadian Malt, Canadian Wheat, Canadian White, 
some of which imitated the three brands in question either in 
color or “body.” In 1906 it became illegal to sell American 
whisky under the name “Canadian,” and all these whiskies had 
to conform to that requirement. Those American imitations of 
the three Canadian brands here in question thereupon changed 
their name and have for some 8 years or more gone under the 
name “Canadian Type” or “Canadian Style.” These are and 
were from the outset frank imitations of the whisky sold by the 
plaintiff, Seagram and Gooderham & Worsts, and their sale, 
which has reached very substantial quantity, is justified upon the 
right of the distillers to make and sell any whisky, provided they 
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honestly disclose what it is. The largest distillers of this imita- 
tion Canadian whisky are Corning & Co., of Peoria, IIll., the Na- 
tional Distillers Company of New York, and Clark Bros. Corn- 
ing & Co., the largest distiller, sells it in the wood to wholesalers, 
and furnishes them labels containing the words ‘“Corning’s 
Canadian Type Whisky.” The wholesalers, or owners of what 
are called “Family Liquor Stores,” sell this to customers in sub- 
stantial quantities in glass, either in quart or pint bottles, and 
quite as large, if not larger, quantities, to saloon keepers in the 
city of New York. There was a good deal of testimony regard- 
ing the demand for this whisky over the bar by the drink, the 
plaintiff asserting that there was no demand for it by the name 
Canadian Type Whisky,” and the defendants asserting the con- 
trary. An analysis of that testimony will be taken up in the 
opinion. 


se 


In May, July, and August of 1913, the plaintiff employed 
detectives to go to the defendants’ places of business and there 
to represent themselves as saloon keepers to make purchases of 
Canadian Type whisky, and to see how far the defendants would 
advise them to use this whisky to refill Canadian Club bottles. 
Nine of the cases were stipulated to abide the event in the case 
against Philip Goldberg, and in this case the plaintiff claims to 
have made four visits, the first two in May and the last two in 
July and August. Purchases were made in May and in July of 
the Canadian Type whisky in five-gallon kegs, which is the 
smallest amount the defendant was permitted to sell. One ques- 
tion, sharply litigated, was as to the talk at the time of purchase, 
the plaintiff’s witnesses asserting that the defendants had urged 
them to use this whisky in refilling Canadian Club bottles and had 
told them how it could be done, the defendants saying that al- 
though the plaintiff’s witnesses had said that they meant to use 
the whisky to refill, they had discouraged any such practice. Six 
men in all visited Goldberg’s store, four detectives of the Thiel 
\gency and two corroborating witnesses. They made reports in 
all cases either on the same or the next day on which the inter- 
views took place, and these reports were sent to the agency head- 
quarters, where they remained until shortly before the trial. In 
the case of the two corroborating witnesses, who were not pro- 
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fessional detectives, the reports were not signed by them, but 
were written out by the daughter of one of them, a woman 30 
years old, at their dictation, and at their request she signed their 
names. The reports with the testimony of the witnesses and the 
receipted bills for the purchase of the whisky constitute all the 
plaintiff’s proofs. The defendants answer by their own oaths. 
admitting the purchases, but denying the incriminating advice 
put into their mouths. 

In the other four cases which were tried, two of the de- 
tectives who appeared against Goldberg took no part. ‘The proof 
consisted of the testimony of the two others and of the two cor- 
roborating witnesses. It was of the same general character, 
purchases of Canadian Type whisky, corroborated by documents 
and oral testimony that the defendants had advised them to re- 
hill bottles. The defendants in each case denied giving the advice 
to refill, but in most cases admit that the buyers, who represented 
themselves as saloon keepers, said that they proposed refilling. 
The testimony, so far as particular, is considered separately in 
the opinion. 


George Gordon Battle, of New York City, and Alfred Luck- 
ing, of Detroit, Mich., for plaintiff. 

Joseph M. Proskauer, Arthur L,. Strasser, and Norman P. S. 
Schloss, all of New York City, for defendants. 


LEARNED Hann, District Judge (after stating the facts as 
above). 1. The defendants had the right to imitate the plain- 
tiff’s whisky as closely as they could, in color, in flavor, in com- 
position. \Vhat they made they might sell; the only limitation 
being upon the name and dress under which they sold it. Had 
they called it “Imitation Canadian Club,” there could have been 
no quarrel; the first question is whether they might call it “Cana- 
dian Type,’ assuming that the final consumer is adequately ad- 
vised that the whisky is in fact Canadian Type. That question 
breaks into two: First, whether there is a Canadian Type; sec- 
ond, and if there is not, whether consumers might be misled into 
drinking whisky, called Canadian Type, supposing it was Cana- 
dian Club. I think that there may fairly be said to be a Canadian 
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type of whisky in this sense, that these three brands are all sub- 
stantially alike in color, mode of manufacture, and resulting taste 
to the palate, and that no other whiskies made in America are so 
much like them as they are like one another. I base this chiefly up- 
on the color, but color is a most important quality in a beverage; | 
base it also upon the testimony relating to the mildness and lack 
of “body,” which was not contradicted by the plaintiff. While, 
therefore, there are other whiskies made in Canada which have 
not this color or flavor, but which are like other whiskies made 
elsewhere, it seems to me that it may fairly be said that the words 
“Canadian Type’’ convey the meaning that the whisky is of the 
kind represented by these three Canadian whiskies. It follows 
that as any one may make them, he may sell them under that 
name if the consumer knows that he is getting the type and not 
the Canadian whisky itself. 

2. So far as concerns the sale by wholesalers and retail 
liquor shops in the bottle, I think that a label like Corning’s pres- 
ent one is permissible. The word “Type” is of the same size as 
the other words; it is not disguised; it is in the same script. 
[ cannot see that a wholesaler should be required to do more 
than advise the consumer of the contents of his bottle in that 
form. I do not think that the label of the Bowling Green Distill 
ing Company is a proper one; the word “Type” is large enough, 
but it seems to my eye too much like a pattern to be effective at 
a distance. Whether designed or not to conceal the word, the 
contrast between the red letters “Canadian Whisky” upon the 
white background and the black letters “Type” within the black 
circle are in fact likely to result in the sale of the whisky as 
genuine Canadian whisky, which it is not. No conceivable rea 
son appears why the word “Type” should have been so different 
iated, unless it was to suppress it. Similarly, the Canadian 
Pacific label appears to me improper. The meaning of that title 
is not clear; it suggests either that it is the same whisky as sold 
to the Canadian Pacific Railroad or manufactured for it. This 
inference is much fortified by the shields bearing the words ‘“Ca- 
nadian Pacific” and surmounted by the beaver, the well-known 
heraldic animal of Canada. There can be no doubt that the label 
suggests Canadian manufacture. Goldberg’s other label, Exhibit 








404 THE TRADE-MARK REPORTER 


No. I1, seems to me objectionable because of the small size of 
the word “Type.” When one is frankly putting out an imitation 
one should be held very strictly to the requirement of distinguish- 
ing one’s goods from the original. Any doubt must be resolved 
against the imitator ; he assumes the duty of making clear that his 
imitation is in fact not the real article. 

I think that the plaintiff may ‘complain of the sale of any 
whisky of this kind labeled “Canadian.” It is true that it calls its 
whisky “Canadian Club,” but it is the largest seller of this kind 
of Canadian whisky, and when a consumer asks for Canadian 
whisky, he means either plaintiff's or one or two other distillers’. 
To give him an American whisky is to divert him from the plain- 
tiff’s trade, not certainly, but probably. Where the field is so 
limited and the plaintiff occupies so large a part of it, a diversion 
of the demand from Canadian whisky, is enough of a risk to the 
plaintiff's trade to justify an injunction. Goldberg’s Canadian 

-acific label is not so clear; while it probably means a Canadian 
whisky, it certainly means a kind of Canadian whisky which is 
not the plaintiff’s, at least to any one who reads. While I dare 
say that any demand for it may arise from the popularity of the 
plaintiff's whiskies, I find it difficult to suppose that any one could 
buy it under that name with the idea that he was getting the plain- 
tiff’s whisky. In this respect the addition of the word “Pacific” 
serves to create a species of Canadian, which, though itself spur- 
ious, is distinguished from the genuine species of the plaintiff. 
The plaintiff may therefore take a decree against both the labels 
first mentioned but not the last. 

3. In connection with the labels the question arises of an 
existing demand for Canadian Type whisky in bottles; the plain- 
tiff contending that all such whisky, no matter what the label, 
really passes off as Canadian Club or some other Canadian 
whisky... No doubt there could arise cases where no amount of 
labeling would serve to advise the trade; the conditions of con- 
sumption might be such that any goods made in imitation would 
be reasonably certain to pass for the original. However, such 
conditions must be abundantly proved. In the case at bar they 
have not been. There is undoubtedly some honest demand for 


the whisky in retail liquor stores, and the plaintiff’s efforts to 
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show that there was none were not successful. Yet it would 
have made no difference, in my judgment, if there had heen none 
in fact. A man who wishes to stop another from selling under its 
true name a commodity he has the right to make and sell must go 
further than merely to show that at present it is not known. He 
must show that the proposed seller will not in fact make known 
that it is an imitation in the way he proposes; that the result will 
be to pass off the substitute. Even if there were no existing de- 
mand for Canadian Type in bottle, I see no reason to say that 
when sold with an honest label, it will necessarily pass as Cana- 
dian Club. I will not say that dishonest dealers may not use such 
labels to the plaintiff’s injury, but none of the defendants have 
been shown to do so with the bottled whisky. If the consumer 
buys of the liquor store bottles with such labels as Corning’s, the 
chance of his buying it for Canadian Club seems to me one in- 
herent in the right to sell the American whisky at all. Of course, 
I might insist upon some grotesque exaggeration of the fact that 
the American article was an imitation, but courts have not done 
this, and if it should be necessary, it can only be after some proof. 
Therefore I hold that the defendants may sell Canadian Type 
whisky in the bottle to the consumer with Corning’s label or its 
equivalent. 

4. The next question is of the sale of Canadian Type whisky 
to saloon keepers in the wood. I am satisfied that the demand for 
this whisky over the bar is of the most trivial character. The de- 
fendants brought forward 11 (not 12, for Rand had no bar) 
witnesses to prove this demand against some 14 of the plain- 
tiff. Of these 11 Nibur and Herts had a trade wholly among 
blacks, and it is very hard for me to believe that they ever ask 
for Canadian Type whisky. The phrase is awkward, and would 
come very hard to most men who are not trained to it; I should 
be disposed to accept their testimony as covering a small min- 
imum of cases. Maronna and Lambienti knew only Canadian 
Pacific, which I have already found to be a misleading name, 
though not injurious to the plaintiff. Blois had heard of Cana- 
dian Type in the past, but now knew only Canadian Pacific. 
Raichle’s testimony was somewhat confused; he had known 


of Canadian Type for 16 or 17 years, which was certainly un- 
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true. Now he was selling a whisky under the name Elmont, 
though how he sold it is not clear. It must be accepted that he 
sold to some who asked for Canadian Type. Bartels sold his 
Canadian Type whisky as Canadian whisky or “his own Cana- 
dian,” which was certainly a deception and prejudicial to the 
plaintiff. Pottberg had a bar where people helped themselves, 
but he also sold Canadian Type when they asked for a drink of 
Canadian whisky, which is a fraud. Sternberg seems to have 
sold honestly. Tischler knew only a slight demand. Newgold 
was either an entirely reckless or a dishonest witness. Probably 
he had a small demand. 

The upshot of all this is that there probably has arisen a 
very small and in my judgment an almost negligible bar deman/| 
for Canadian Type whisky. Along with it has grown up a 
fraudulent substitution of which we get some evidence in cases 
like the Canadian Pacific and Bartels and Pottberg. I am satis- 
fied that bar drinkers will never in any quantity ask for Canadian 
Type whisky; there will be here and there some particular per- 
son who can be educated to it, but for the great mass of consum- 
ers the whisky will pass off as Canadian whisky. The plaintiff’s 
testimony seems to me to show that there is nothing of the sort 
generally known. 

Having found the fact as stated, the first question is whether 
the whole bar supply becomes illegal. I think not. The whisky 
is capable of an honest use, and the mere purchase of it by a 
saloon keeper is not certain evidence that he means to use it dis- 
honestly, though I am convinced that he generally does so use 
it. The mere possibility of fraudulent use is of course not 
enough to prevent all sales (Rogers v. Wm. Rogers Manufactur- 
ing Co., 70 Fed. Rep., 1019, 17 C. C. A., 575 [C. C. A., 2d Cir.]), 
yet if the inevitable use of the article sold be a tort, or if the 
buyer announce his purpose of so using it when he buys, then the 
law, in my judgment, regards the seller as a contributor to the 
tort. The nearest analogy in the law is the doctrine of contribu- 
tory infringement of patents. It has-long been settled that the 
selling of part of a patented invention which can be used only in 
violation of the patentee’s rights is an infringement (Wallace v. 
Holmes, 9 Blatch., 65, Fed. Cas., No. 1 
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Button-Fastener Co. v. Eureka Specialty Co., 77 Fed. Rep., 288, 
25 C. C. A., 267, 35 I.. R. A., 728; Rupp & Wittgenfeld Co. v. 
Eliott, 131 Fed. Rep., 730, 65 C. C. A., 544; Leeds & Catlin v. 
Victor Talking Mach. Co., 154 Fed. Rep., 58, 83 C. C. A., 170, 
23 L. R. A. [N. S.], 1027; Jd., 213 U. S., 325, 29 Sup. Ct., 495, 
53 L. Ed., 805). When the article may be used honestly or in 
violation of the plaintiff’s rights another question arises. Should 
knowledge of how the buyer means to use the goods be enough? 
That was directly decided in the affirmative in Henry v. A. B. 
Dick Co. (244 U. S., 1, 32 Sup. Ct., 364, 56 L. Ed., 645, Ann. 
Cas. 1913 D, 880). There while Mr. Justice Lurton agreed 
that there must be some intent and purpose that the article shall 
be illegally used, he thought it enough when the only fact certi- 
fied was that the seller sold with the expectation that the buyer 
would use it to infringe, Bauer v. O'Donnell (229 VU. S., 1, 33 
Sup. Ct., 616, 57 L. Ed., 1041, 50 L. R. A. [N. S.], 1185, Ann. 
Cas., 1915A, 150), however it may affect Henry v. Dick Co 
(supra), does not touch this part of it. This case has been recog- 
nized by the circuit court of appeals of this circuit as deciding 
that knowledge was enough (Crown Cork & Seal Co. v. Brook- 
lyn Bottle Stopper Co. |C. C.], 172 Fed. Rep., 225; /d., 200 Fed. 
Rep., 592, 119 C. C. A., 20). Judge Ward so interpreted it, 
when sitting alone in Rajah Auto Supply Co. v. Rex Ignition 
Supply Co. ({[D. C.], 209 Fed. Rep., 622). Crown Cork & 
Seal Co. v. Brooklyn Bottle Stopper Co. (supra), was par- 
ticularly analogous to the case at bar, because the possible honest 
use was of a very limited character. In Kalem Co. v. Harper 
Bros. (222 U. S., 55, 32 Sup. Ct., 20, 56 L. Ed., 92, Ann. Cas., 
1913A, 1285), the films apparently had a possible innocent use, 
but the defendant had invited a guilty use, so that the case is 
hardly an authority. 

On the other side is unquestionably a decision of Judge 
Wheeler in Hostetter v. Van Vorst ({C. C.], 62 Fed. Rep., 600). 
Apparently the defendant had assented to the suggestion, though 
he himself had not suggested, that the imitation might be sold 
as an original. The case is certainly in point here, but it was 
decided before Henry v. Dick Co. (supra), and besides espe- 


cially in this field the law has grown much since that time. An- 
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other case is the decision of Judge Wallace in Hostetter v. Fries 
({C. C.], 17 Fed. Rep., 620), over 30 years ago. The facts 
are somewhat hard to ascertain from the report, and certainly 
a part of the opinion is not now the law when applied to this 
subject-matter : 


“Even if it could be assumed that they (the defendants) contem- 
plated the further wrongdoing of the retailers, the law does not visit 
motives or intent unaccompanied by a wrongful overt act.” 


It does not appear that the jobbers to whom the defendants 
sold themselves in turn sold only to fraudulent retailers. If the 
defendants are to be understood, as in parts of the opinion seems 
to be suggested, as having actually shown the jobbers how to 
disguise the bitters for the plaintiff’s, it goes beyond what I 
should suppose ever was permissible. AKalem Co. v. Harper 
Bros., (supra). 

Another analogy is in the law of contracts where there is 
and always has been great confusion. An illustration of the re- 
finements which may arise is to be found in two decisions of the 
Massachusetts Supreme Court in the same case, Graves v. John- 
son (156 Mass., 211, 30 N. E., 818, 15 L. R. A., 834, 32 Am. St. 
Rep., 446; /d., 179 Mass., 53, 60 N. E., 383, 88 Am. St. Rep., 
355). The seller finally recovered because he only divined that 
the buyer was to sell the liquor illegally without being told, and 
also because he was indifferent to it and did not desire it. 
Tracy v. Talmage (14 N. Y., 162, 67 Am. Dec., 132), lays down 
the rule, probably more generally accepted in the United States 
than any other, that mere knowledge of the buyer’s illegal pur- 
pose will not defeat action for the price. Comstock, J., on re- 
argument (page 215) suggests that the rule would be different 
if the purpose was immoral as well as illegal; and it is generally 
said that if the purpose be a heinous crime, the seller may not 
sue. Hanauer v. Doane (12 Wall., 342, 20 L. Ed., 439), was, it is 
true, a case of treason and on the facts not applicable, but Mr. 
Justice Bradley made the same distinction as Judge Comstock 
in Tracy v. Talmage (supra), saying that recovery could be had 


only when the case involved malum prohibitum, or “inferior 


criminality.” Ernst v. Crosby (140 N. Y., 364, 35 N. E., 603), 
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was a case where the purpose was to run a brothel, an inferior 
crime, but not merely malum prohibitum. The later English 
cases have perhaps gone to greater lengths than our own (Lang- 
ton v. Hughes [1 M. & §., 593] Lightfoot v. Tenant [1 B. & P., 
551]). While the refilling of bottles is only an inferior crime, it 
is against common honesty in a very different sense from selling 
liquor in violation of prohibition laws, which has been the oc- 
casion of many cases like Graves v. Johnson (supra), in our 
books. The sale of an imitation liquor which the buyer has an- 
nounced that he means to use to defraud another might therefore 
raise no obligation to pay the price. 

However, | do not think that it is necessary to consider 
nicely just what is the law on contracts, because it is quite plain 
that different considerations control those cases and this. When 
the seller of an innocent article knows that the buyer means to 
use it in wrong of a third person, but nevertheless delivers the 
goods, his delivery is an act the natural consequence of which to 
his own knowledge will produce injury. It is true that the in- 
jury can arise only through the mediation of the buyer’s own 
will, but that would not ordinarily affect legal responsibility. The 
sale is the seller’s voluntary act, and he is responsible for its 
known results, unless he can show an excuse. The only excuse 
here is his right to sell, which is of course conditioned upon the 
general social results of its particular exercise. While it would 
be an unfair condition to impose upon that right to say that the 
seller must inquire into, or follow up mere intimations of the 
buyer’s purposes, there is, in my judgment, nothing unfair in 
imposing some duty of inquiry upon him when it is reasonably 
certain that the buyer will commit a tort. On the other hand, to 
declare a contract void between buyer and seller when the buyer 
announces his purpose to use the thing illegally certainly does 
not raise the question of the seller’s responsibility to the injured 
person. In such cases the law forfeits the seller’s right to the 
price because of his misconduct, which may well require a greater 
degrce of participation than would fasten him with civil re- 
sponsibility to the injured party. Such forfeiture is not in aid of 
any reparation; it arises from the law’s refusal to give any relief 


toa wrongdoer. It does not follow that every wrongdoing which 
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creates a civil liability wil be grave enough to provoke such a 
forfeiture. I cannot, therefore, accept the same test as might con- 
trol if the suit were by the sellers for the price of the liquor, 
whatever that test may be. 

| therefore conclude that to sell Canadian Type whisky to 
one who announces that he means to use it for refilling Canadian 
Club bottles is a tort. Of this tort P. H. Goldberg was guilty up- 
01 his own admissions. His statement that he told them he did 
not recommend or advise such a practice did not fulfill the 
measure of his duty. I think he was obliged reasonably to assure 
himself that they proposed to sell the whisky honestly before 
he was free to sell. The exact terms of such an assurance it is 
impossible to fix in advance; the buyer’s merely formal, and 
obviously colorable, assent would not be enough but clearly the 
seller's duty does not extend to a supervision over the buyer’s 
trade. On the other hand, I think that, considering the character 
of the bar demand, the duty of the seller should not depend upon 
the buyer’s actually announcing that he means to refill bottles. 
The facts in this case show that the great proportion of this 
whisky is sold in substitution, and I can see no reason why any 
of the defendants should shut their eyes to facts which must be 
clearer to them than any one else. When they sell Canadian 
Type whisky to saloon keepers they know that in nine cases out 
of ten, probably in much greater proportion, the whisky must be 
used to pass off in one form or another. I cannot think that 
this is a mere possibility which they may disregard ; I think it im- 
poses upon them the same active duty of assuring themselves 
before sale that the sale in question is one of the few which will 
result in honest trade. Prima facie such purchases are a fraud; 
a seller should take some pains, when that is so, to see to it that 
he is not abetting such a fraud. Therefore a decree will go in 
all the cases for an injunction against sales of Canadian Type 
whisky to saloon keepers in the wood, except when the seller 
shall receive reasonable assurance that the buyer will use it 
honestly. An accounting will also be allowed for past sales upon 
the same basis. 


This disposition of the cases makes unnecessary any decision 
upon the conflict of evidence between the detectives and the de- 
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fendants. Against the event, however, that the circuit court of 
appeals may take a different view from mine regarding the duty 
of a seller under these circumstances, and in view of the fact 
that I have seen the witnesses, I shall discuss the evidence upon 
the assumption that the defendants may be enjoined only from 
actively counseling the substitution of Canadian Type whisky 
for Canadian Club. In what cases have they actually done this? 
At the outset I think we should remember that, as I have said, 
the great proportion of bulk sales to saloon keepers must be 
known by the defendants to result in a fraud. When the ques- 
tion arises of the probability of the defendants having counseled 
substitution, this is, to my mind, a most important consideration. 
Any indignation at the suggestion that they actually counseled 
what all knew was most probable seems to me absurd. If in fact 
they did not quite freely discuss and recommend substitution, it 
could hardly have been from any genuine scruple, but rather 
from timidity or a belief in what they supposed were their exact 
technical rights. I cannot, therefore, regard the detectives’ stories 
as being inherently unlikely ; nor does the case come at all as if 
the defendants did not at least indirectly, contribute to what they 
must certainly know to be frauds. Furthermore, that they should 
deny the words put in their mouths is not too unlikely, because, 
while sales like these are perhaps not gravely wrong, surely they 
show a moral obtuseness to fair dealing which cannot be dis- 
regarded, especially when the denials are necessary to avoid a 
criminal exposure. 

Coming to the plaintiff’s evidence, it is certainly strong 
enough unless it was altogether fabricated. The reports are said 
to have been written out either upon the day of the talk or the 
day after; the detectives were out to get evidence of substitution, 
and it is hardly within the bounds of reason that they should have 
honestly but mistakenly imagined that the defendants said what 
they put into the reports. So far as honest forgetfulness may ex- 
plain the divergence of story, the chances are all against the de- 
fendants to whom these visits were one or two among many 
which occurred daily in their business, and which remained 
wholly unimportant for several months, until these suits were 


brought. As respects Gleason and Gates the reports are much 
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fortified by the testimony of Mrs. Burchardt, who impressed me 
most favorably. I do not regard as very important the physical 
appearance of the reports themselves. They are rather surpris- 
ingly fair on their face, it is true, but not wholly so; for there are 
some which have four or five whole lines changed, while a word 
or two is corrected now and then elsewhere. We are not to sup- 
pose these reports to have been prepared with the nicety of a 
pleading ; it is quite likely that Gleason and Gates agreed roughly 
and not too accurately upon what the interviews really were, and 
told Mrs. Burchardt to put it down, well prepared to stand be- 
hind it as literally true, though it was nothing of the kind. That 
is the natural psychology of many men, and its possibility here 
iniluences me little towards concluding that they were capable of 
a comprehensive web of perjury. Neither of these men seemed 
to me mentally capable of anything of the sort. A more reason- 
able explanation, assuming that Gleason and Gates should be en- 
tirely discredited, is Mr. Proskauer’s, that Secord prepared the 
reports or told Gleason and Gates what to put in them, and that 
they acted at his direction. I should hardly have supposed that 
with men of their intelligence, such a course could have escaped 
Mrs. Burchardt’s knowledge, or that she could have sworn as she 
did, if it had been done in that way. 

Of the six men themselves, Wright and Brady made the best 
appearance both for honesty and intelligence. Gleason was next 
in my judgment, a heavy, dull man, who stuck very per- 
sistently to his report, but who nevertheless seemed to me honest. 
Gates did not carry as much weight as Gleason, but stood much 
better than Secord and Payne. Upon the latter’s testimony un- 
corroborated, I should not base a finding, if they were contra- 
dicted by honest seeming witnesses. 

The combination of these six witnesses, coupled with the in- 
herent probability of their story, leads me to find that the defend- 
ants Goldberg did counsel the substitution of Canadian Type for 
Canadian Club. The defendants object to several details in 
Wright and Brady’s report. Thus they say that Goldberg could 
not have told them that he had shipped Canadian Type to Maurer. 
I cannot see why he should not have seized his last customer for 
an illustration, and the fact that he did ship to Maurer on the 
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13th lends color to my mind to the statement that Wright and 
Brady were there on that day. The Hannah shipment gives such 
a conclusion much greater certainty. Again, I can find no very 
good explanation for the bill which reads, “C. Whisky” ; nor does 
the occurrence of Mrs. Carroll’s name in the reports seem to 
me very well explained. Upon this conflict of testimony I find 
for the plaintiff, and the finding applies to all nine cases. 

The next case is Cook & Bernheimer’s. This depends upon 
the testimony of Secord and Payne for the first interview, and of 
Secord, Gleason, and Gates for the second. It is in my judg 
ment corroborated by the exchange of letters. The defendants 
of course realized that these letters, taken as they read, left no 
room for an innocent interpretation, and they explained it upon 
the theory that it was a decoy. I do not accept this explanation 
for several reasons. In the first place the salesman who had gone 
to Stamford to look up Secord and Payne was not called, though 
still in their employ. In the second, Buchbee’s testimony was 
contradictory as to whether he had given Wahlers instructions to 
refer the detectives to him should they call again ; moreover he did 
not greatly impress me on the stand, as also Cohn did not. Again, 
Wahlers’ story seems to me certainly false. It is of course 
possible that though Buchbee had told him to refer the detectives 
to him, and though he knew that they were detectives, he should 
still have failed to connect the two, but it is in the highest degree 
improbable. He acknowledges that he had heard of but one set 
of detectives out for evidence about Canadian Club, and that he 
at once thought these were they. Gleason and Gates, it is true, 
had different names, but Secord was there, and he had written to 
Secord and Payne. Again I can see no reason to believe the de- 
tails of Secord’s asking for a commission. We know in fact 
that Secord, whether honest or not, could not have expected a 
commission because Gleason and Gates made no purchases in any 
of the stores. Why should Secord have supposed that such a 
ruse would have added to the verisimilitude of the trap? If it 
had been his practice I think we should have seen it in the other 
reports. It was in my judgment added by Wahlers to discredit 
Secord, but in that aspect is absurd. Sozzi’s testimony is most 
unsatisfactory. His suspicions excited by Wahler’s conduct are, 
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in my judgment, an afterthought. Finally, consider the case 
more broadly. Cohn says that nothing was said at the first inter- 
view about substitution. If he is right, is it possible that Secord 
would have written the letter? He must at least have hoped that 
he would get a favorable answer, and if the interview had been 
as Cohn says, is it conceivable that he should have thought such 
an answer possible? The answer he must have thought he would 
get would have completely destroyed the case; it would have 
asked what he was about. Or if Buchbee had meant to decoy 
Secord and Payne, instead of merely repudiating their suggestion, 
his letter was not apt for his purpose. He could easily have in- 
duced them to come in on a pretense of better matching Cana- 
dian Club, and have prepared a case which would certainly have 
cleared him. I have no hesitation in finding for the plaintiff. in 
this case. 


The next case is Kahn’s, which depends wholly upon Secord 


and Payne’s testimony, together with such corroboration as is to 
be found in two circumstances: First, the label of his Canadian 
Style whisky, and the name of his gin; second, his unwillingness 
to complete the sale. As to the first, | am satisfied that the label 
was intended as an imitation of Gooderham & Worsts’. No ex- 
planation is suggested, and the use of “G. W. W.” in such a con- 
nection is hardly explainable upon any other theory. I cannot 
regard as honest the name, “Douglas & Son Brand” when applied 
to gin sold in bulk. Gordon gin has the greatest market, and 
there can, to my mind, be no reason for selecting that arbitrary 
name except with the hope of confusion. I do not say that one 
infringes the other, but I do think the motive is apparent. 
Kahn’s refusal to complete the sale or give back the money 
without the bill is more perplexing. His explanation and Pollak’s 
is not probable, i. e., that Pollak had found after the document 
passed that Secord and Payne proposed refilling, and that they 
did not wish a bill in the hands of such men. It was perhaps 
reasonable to refuse to fill the order, but there was no occasion 
for solicitude about the bill, provided Secord and Payne gave a 
receipt for the money, which they offered to do. If it was only 
the case of dishonest saloon keepers to whom they had refused 
to sell, and to whom they had paid back the money, why should 
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they have anticipated trouble from possession of the bill? Such 
men would not trouble them; the only possibility was of blackmail, 
and that was not in Kahn’s mind. I must conclude that before 
August 13th, the date of Kahn’s first interview, he had learned 
that they were detectives and wanted to get back the bill for that 
reason. Moreover, Pollak must have had some reason before 
July 25th, or thereabouts, for refusing to fill the order, because in 
normal course it would have gone out within a day or two after 
July 23d, when it was given. I cannot think that his reason was 
the word dropped by Secord before he left. In the first place 
it would not have disturbed a man who was habitually selling 
Canadian Type in bulk, who put out the label on the G. W. W., 
bottle and who sold “Douglas & Son brand” of gin; in the second, 
had it shocked his scruples, I think, it would have called out some 
remark at the time. I believe that Pollak became suspicious 
thereafter, and that was because he had heard something of 
Secord and Payne. It is true that the time seems a little early, 
but we know that the warning circular went out to the trade dated 
\ugust Ist, and the news may well have got to Pollak within a 
few days of the order. Of course Kahn’s subsequent efforts to 
get the bill are not necessarily evidence of the truth of Secord and 
Payne’s report. A man may wish to get back documentary evi- 
dence because he fears a case which he knows to be spurious in 
fact. Yet such concern is more consonant with guilt than with 
innocence, especially when it is afterwards supported by a denial 
of the true explanation. Taking this case in its entirety, I believe 
that the reports are corroborated, and I find for the plaintiff. 
There remain the two cases of Smythe and Hahn. Upon 
these the testimony of Secord and Payne is not corroborated at 
all, except as to the defendant Funke in Hahn’s case. The only 
circumstance which influences me to accept their story, is that, 
having found them to have been truthful in so many of the cases, 
it seems hardly proper to disregard them when they chance to be 
unsupported. I can only say in answer that while my guess 
would be that they were right in both these cases, | have too much 
question to make a finding upon the uncorroborated testimony of 
Secord and Payne. The plaintiff may, however, take a decree 
against Funke, if it wishes, because I shall accept the report of 
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Gleason and Gates added to that of Secord and Payne. It seems 
to me most unlikely that only Payne and Gleason should have 
called upon what was obviously a “follow-up” visit. The purpose 
of such visits was to obtain cumulative testimony, and the four 
always went together except once. Payne was away on the 
“follow-up” visit to Cook & Bernheimer, but that fact was men- 
tioned in the report made of that visit, which was not the case 
here. Gleason and Gates always went together, and there is no 
reason why they should not have done so here. Again, Funke 
said on direct-examination that one of the two visitors on the 
first visit, who were concededly Secord and Payne, brought a 
“young man” with them as his partner on the second visit. Later 
he identified Gleason as the “young man,” though no one could 
possibly ever describe him as such. Moreover, Secord and 
Payne never introduced the others as partners, but as friends 
about to go into a new business. Either Funke remembered 
nothing about the visit, or he did not mean to tell the truth. While 
it does not follow that he actually said what was put in his mouth, 
yet his denial seems to me of small probative weight, and I find 
against him. 

The decree will be substantially as follows, subject to any 
modification on submission by the parties of proposed decrees : 

This cause came on to be heard at the March term of this 
court and as argued by counsel, and thereupon, upon considera- 
tion thereof, it is 


Ordered, adjudged, and decreed that the defendants, A. B. 


and C., be and they hereby are, each and all, enjoined from selling 
Canadian Type whisky in the wood to saloon keepers, unless they 
receive reasonable assurance from the buyers that they will not 
use it in substitution for the plaintiff's whisky; and it is further 

Ordered, adjudged, and decreed that —— Esq., take 
and state an account of the profits of all such Canadian 
Type whisky sold by each and all of the defendants during the 
past 6 years, the defendants having the burden of showing, either 
that such whisky was not in fact used in substitution for the 
plaintiff’s whisky, or that they had, at the time of sale, received 
reasonable assurance that it would not be so used; and it is 
further 
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Ordered, adjudged, and decreed that, the said defendants 
having recommended said Canadian Type whisky when sold in 
the wood to saloon keepers for the purpose of substitution, they 
are, each and all, hereby enjoined from so recommending the 
said whisky in any manner; and it is further 

Ordered, adjudged, and decreed that the defendants are 
hereby enjoined from using as labels on Canadian Type whisky 
when sold in the bottle the label annexed at the foot hereof, or 
any other label, substantially like the same ; and it is further 

Ordered, adjudged, and decreed that the plaintiff do recover 
its costs of the defendants to be taxed by the clerk. 

The third paragraph will be omitted from the Smythe and 
Hahn cases, except as to Funke; the fourth paragraph will appear 
only in the Goldberg and Smythe cases with the proper label an- 
nexed. 

The plaintiff must not use this decree or opinion for adver- 
tising purposes beyond a fair statement of its contents and 
moderate comment therein. If such advertisements appear as 
have appeared in other cases, I will entertain a motion to vacate 
these decrees and hold open the cases undecided. 


NEW YORK SUPREME COURT 
Special Term, New York County, September 13, 1015 
HURTZIG V. SCHIERENBECK 


Unratrk COMPETITION—TRADE SECRETS. 

Where the defendant left the employ of the plaintiff and so 
[cited trade from some of plaintiff's customers whose names and 
addresses had been supplied by the pla ntiff while the defendant was 
in his employ, but which could have been compiled from any trade 
directory; held that since the defendant entered into no special con 
tract with the plaintiff and did not conspire with any compet tor of 
the plaintiff, and since the list of names and addresses is obviously 
not a trade secret, plaintiff cannot restrain the defendant on the 
ground of unfair competition 


Prince & Nathan, of New York City, for the plaintiff. 


Elfers & Abberley, of New York City, for the defendant. 


SHEARN, ].—This is a motion to restrain the defendant from 
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soliciting trade from plaintiff's customers, whose names and ad- 
dresses were furnished by plaintiff to the defendant, and with 
whom the defendant became acquainted while in plaintiff's em- 
ployment during a period of five years. Plaintiff has been for 
the last twenty years engaged in the business of selling pot cheese 
and sweet butter to bakers, dairies and delicatessen dealers, and 
has built up a trade with more than 300 customers. When de- 
fendant entered plaintiff's employment he assumed the duties of 
driver-salesman. Plaintiff introduced him to his trade and gave 
him a book containing the names of his customers. Defendant’s 
duties were to call upon plaintiff's customers, secure their busi- 
ness and drum up new customers. Many of plaintiff’s preseat 
customers were procured by the defendant. For the purpose of 
the work defendant was furnish with a horse ard wagon. The 
trade he solicited was that conducted by storekeepers having their 
signs displayed on their delicatessen stores, bake and grocery 
shops, and their names and addresses appear in business di- 
rectories. Plaintiff claims that he has a property right in their 
custom and that his list of their names and addresses is a trade 


secret. When defendant left plaintiff's employment he engaged 


in the same line of business and obtained trade from many of 
plaintiff’s customers. There is no allegation that defeadant ever 
entered into any contract with the plaintiff providing that the de- 
fendant should not engage in the same line of business or call 
upon plaintiff’s customers after leaving his employment. There 
is no proof of any conspiracy between the defendant and any 
competitor of the plaintiff. In the absence of any contract, and 
there being no proof of any conspiracy, the plaintiff is not entitled 
to an injunction (Boosing v. Dorman, 148 App. Div., 824, aff'd, 
210 N. Y., 529). The case is radically different from that of 
Witkop & Holmes Co. v. Boyce (61 Misc., 126). In that case 
the defendant’s acts were in violation of a written agreement and 
were part of a proved conspiracy. Moreover, the list in question 
was essentially. a secret list of some 10,000 names and addresses 
of private individuals who were attracted by the trading stamp 
feature of the business. In the case at bar there is nothing secret 
about plaintiff’s list of customers. Not only were they known 
dealers and shopkeepers whose addresses could be compiled from 
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a trade directory, but anyone could learn who they were by fol- 
lowing plaintiff’s wagon about the neighborhood for a day or two. 
If, as a general principle, persons entering into the employment of 
another were forever debarred from doing the same kind of busi- 
ness with any of the employer’s customers, an employment would 
be a species of hopeless servitude. Motion denied. 


PIONEER TOWEL Supply Co. v. BRUNNY 


Special Term, New York County, September 17 


7, 1015. 


UNFAIR COMPETITION 
In the absence of any special contract between a manufacturer 
and a former employee or of proof of any consp racy between the 
employee and a competitor of plaintiff, the employer cannot restrain 
the employee by an injunction from soliciting trade from his customers. 
Prince & Nathan, of New York City, for the plaintiff. 
Greenthal & Greenthal, of New York City, for the defendant. 


CoHALAN, |.—Plaintiff, in the towel supply business, seeks 
to restrain and enjoin the defendant from soliciting its custom- 
ers or securing orders from former customers, such as barbers, 
hairdressers and dentists. The defendant was formerly a driver 
in the employment of the plaintiff and has since terminated his 
employment, and is now working for a rival concern. There is 
no claim made by the plaintiff that the defendant, during the 
course of his employment, has acquired any trade secrets of 
which he is making improper use, or that his services are unique 
or incapable of procurement, or that he has made any contract 
with the plaintiff by the terms of which he was to render services 
solely to the plaintiff for a definite period, or that he contracted 
not to disclose acquired information in case he should leave the 
plaintiff's employment. In a word, the defendant’s work was 
terminable at will. The papers do not show that the customers 
solicited are the sole and exclusive customers of the plaintiff by 
virtue of any contract made with them for any definite period ; 
neither does it appear that the services furnished by the plaintiff 
to them in supplying towels is such that it is not readily procur- 
able from any other towel supply or laundry concern. Moreover, 
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there is no allegatio. of any consipiracy between the defendant 
and any competitor of the plaintiff. It follows that in the absence 
of any special contract or of proof of any conspiracy the plain- 
tiff is not entitled to an injunction (Boosing v. Dorman, 148 App. 
Div., 824, aff'd, 210 N. Y., 259; Hurtzig v. Schierenbeck, |Re- 
porter, vol. 5, p. 417] ). Motion denied. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


Joun M. Given, Inc., v. N. Y. ATHLETIC CLUB 


(210 O. G., 1067.) 
December-7, 1914. 


TRADE-MARKS—SUBJECT OF APPROPRIATION, 

The registration of any name, distinguishing mark, character, 
emblem, colors, flag or banner adopted by any institution, organization, 
club or society, which was incorporated in any state in the United 
States prior to the date of adoption and use by the applicant as a 
trade-mark, is prohbited, provided that said name, 
mark, character, emblem, colors, flag or banner was adopted and 
publicly used by said institution, organization, club or society, prior 
to the date of adoption and use by the applicant. 

Trapve-Marks Act—Errect or REGISTRATION, 


distinguishing 


The trade-mark act of 1905 creates no rights in the mark regis- 
tered, but merely provides evidence of the ownership of the right. 
TRADE-MARKS—PROCEDURE For REGISTRATION. 

The proceedings leading up to the registration of a trade-mark, 
are mere matters of procedure that may be changed or abolished, 
and unless expressly exempted from the operation by an amendatory 
statute, cases at the time of such amendment will be governed by it 
to the same extent as will be future cases arising under it. 


Mr. H. E. Dunlop, for the appellant. 


Mr. Ernest Wilkinson and Mr. Charles J. Kintner, for the 
appellee. 


For the decision of the commissioner of patents from which 
this appeal is taken, see Reporter, vol. 4, p. 173. 


Ross, J.—This appeal is from concurrent decisions of the 
patent office tribunals in a trade-mark opposition proceeding in 
which the opposition of the appellee to the registration as a trade- 
mark by the appellant of the words “Wiéinged-Foot,” with a 
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pictorial representation of the conventional winged foot of Mer- 
cury, was sustained. 

The appellant adopted this mark in 1910. It is conceded that 
since April, 1870, this “winged-foot”’ has been the emblem of the 
appellee. 

The appellant’s application was filed October 12, 1911. The 
statute then prohibited the registration of 
any design or picture that has been or may hereafter be adopted by any 


fraternal society as its emblem (Sec. 5, act of Feb. 20, 1905; 34 Stat., 


1251). 


By the act of January 8, 1913 (37 Stat., 649), the registra- 
tion also was prohibited 
“of any name, distinguishing mark, character, emblem, colors, flag, or 
banner adopted by any institution, organization, club, or society which 
was incorporated in any state in the United States prior to the date 
of the adoption and use by the applicant; Provided, That said name, 
distinguishing mark, wcharacter, emblem, colors, flag, or banner was 


adopted and publicly used by said institution, organization, club, or 
society prior to the date of adoption and use by the applicant,” 


In Einstein v. Sawhill (65 O. G., 1918; 1893, C. D., 677; 2 
App. D. C., 10), it was pointed out that the trade-mark act cre- 
ates no rights in the mark registered but merely provides evi 

dence of the ownership of the right. This we have repeatedly 
emphasized since. In De Ferranti v. Lindmark (134 O. G., 515; 
1908, C. D., 353; 30 App. D. C., 417), it was ruled that 

“in a patent, no vested right of which the applicant cannot be deprived 
is acquired under the preliminary proceeding leading up to its issuance ;” 
ance; 

and that such right accrues, “if at all, when a patent is issued, 
and not before.”” As in a patent application, the proceedings lead- 
ing up to the registration of a trade-mark are mere matters of 
procedure that may be changed or abolished, and, unless expressly 
exempted from the operation of an amendatory statute, pending 
cases will be governed by it to the same extent as will be future 
cases arising under it. 

As pending applications were not exempted from the opera- 
tion of said amendatory act of 1913, it follows from what we 
have said that they were subject to its provisions, and hence that 
the patent office was right in refusing to register as a trade-mark 
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for the appellant the emblem of the appellee, that emblem having 
been adopted and publicly used long prior to its adoption by the 
appellant. The decision is affirmed. 
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COMMISSIONER OF PATENTS 
Conflicting Marks. 
An appeal from the decision of the examiner of trade-marks, 


refusing to register the word “Crisco” for cooking fat, in view of 
lard substitutes and 





the prior registrations of “Crispene’’ for 
oleaginous food substitutes. 

This identical mark was refused in ex parte, The Proctor & 
Gamble Company (104 Ms. Dec., 313, | Reporter, vol. 2, p. 483] ). 

Applicant sets forth, however, that “Crispene” has only a 
very small and negligble trade and is sold almost exclusively in 
bulk and in tubs and moreover sets forth that for several years 
“Crisco” has been sold to the extent of several million packages 
a year; that it has been extensively advertised, and that there has 
been no objection to its use by the owner of the “Crispene” 


~ 


mark. 

In view of this evidence, it was held that the mark might be 
passed for publication and registered if no opposition was inter- 
posed, and to the extent indicated, the decision of the examiner of 
trade-marks was overruled. (') J. T. NEwrTon, 

First Asst. Comm. 

An appeal from the decision of the examiner of trade-marks, 
refusing to register the word “Mileplus” as a trade-mark for 
gasoline, naphtha, benzine, kerosene, lubricating oil and greases, 
in view of the prior registration for “Oil Plus,” the word “Oil,” 


however, being disclaimed, leaving “Plus” as the essential feature 


= sant areats 


Kaiti 


of the mark. 

In view of the decisions cited by the examiner and numerous 
others of similar import, for example (ex parte, Tillman & Ben- 
del, 17 Ms. Dec., 307), holding “Golden Star” an anticipation of 
the word “Star”; ex parte, Ginter ({no number given] Ms. Dec., 


c F] 


(1) Ex parte, The Proctor & Gamble Company, 117 Ms. Dec., 135. 
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236), holding “Opera Puffs” too similar to “Pufts”; ex parte, 
Hillyard (41 Ms. Dec., 240), holding “Royal” too near “Royal 
Dutch” for the same class of goods; New Home Sewing Machine 
Co. v. Bloomingdale,.et al. (59 Fed. Rep., 284), holding “Home 
Delight” an infringement of “Home”; N. K. Fairbank Co. v. 
Luckel & Co. (102 Fed. Rep., 327), holding “Gold Drop” an 
infringement of “Gold Dust”; Chappell v. Sheard (2 Kay & J., 
117), holding “Minnie” too nearly like “Minnie Dale,” etc., the 
decision of the examiner of trade-marks is correct, and must be 
affirmed. (') J. T. NEwtTon, 

First Asst. Comm. 


Disclaimer—M utilation of Mark. 


A petition by both the opposer and the applicant for registra- 
tion of a trade-mark for chocolate, from the action of the primary 
examiner, refusing to enter the following disclaimer in the ap- 
plication involved in the present proceedings: 

Applicant does not claim any right to the use of the trademark 
“Marquise” nor to the exclusive use of the words “Chocolaterie 


Royat, A. Rouzaud” Fruits Confits et Pates d’Auvergne, 
Diverses or “Chocolat de Royat.” 


de 
Confisseries 


The examiner did not object to the disclaimer of the words 
“Chocolaterie de Royat, A. Rouzaud, Fruits,” etc., but held that 
it would be a mutilation of the mark to allow the applicant to dis- 
claim “Marquise.” 

The applicant did not propose to cancel the word “Marquise” 
and leave the other part of the sentence in which it occurs, but 
only disclaimed the exclusive use of the word “Marquise,” since 
opposer asserted its right to the use of this word. 

There seemed to be no substantial foundation for holding 
this disclaimer a mutilation. The examiner did not refuse al- 
lowance of registration to applicant in view of opposer’s mark, 
and therefore this case is different from one in which an appli- 
cant has been rejected on a prior registration and disclaims some 
prominent feature of his mark to obviate such rejection. The 
present contest appears only to involve the parties to this opposi- 


(1) Ex parte, Crew Levick Company, 117 Ms. Dec., 66. 
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tion and if they are satisfied with the disclaimer filed by the ap- 
plicant, no good reason is seen for prolonging this opposition 
proceeding and the petition to enter the amendment in the ap- 
plication is granted. (') J. T. NEwTon, 


First Asst. Comm. 
Goods of the Same Descriptive Properties. 


An appeal from the decision of the ‘examiner of interfer- 
ences, dismissing the opposition to the registration of the word 
“National” on spokes and nipples for wire wheels for vehicles, 
especially motor vehicles and bicycles. 

In the notice of opposition, the goods on which the use of 
the trade-mark is alleged are automobiles. 

The marks being the same, the only point to be determined is 
‘whether “automobiles” on the one hand and “spokes and nipples 
for wire wheels for vehicles, especially motor vehicles and 
bicycles” and the other, are goods of the same descriptive char- 
acter. 

The examiner of interferences has relied upon the decision 
of the court of appeals of the District of Columbia in the case of 
G. & J. Tire Co. v. G. J. G. Motor Car Co. (190 O. G., 550; 39 
App. D. C., 508 | Reporter, vol. 3, p. 243]), in which tires were 
held not to be a separate class of goods from automobiles. 

Opposer contends in effect that while tires are seldom, if ever, 
manufactured by automobile manufactures, wheels, and, there- 
fore, the spokes of wheels, frequently are, and that this case is, 
therefore, different from the tire case above cited; furthermore, 
that it puts the mark “National” on its automobile wheels and to 
make wheels or spokes thereof and nipples, is only the natural 
expansion of the automobile manufacturing business and cites 
Simplex Electric Heating Company v. Gold Car Heating & 
Lighting Co. (213 O. G., 1117 |\Reporter, vol. 5, p. 200] ), as sus- 
taining its contention. 

It is further pointed out, however, that while opponent may 
put this mark on the hubs of its automobiles, it only follows the 


(1) Runkel Brothers v. Societe Anonyme des Establissements Rou- 
zaud “a la Marquise de Sevigne” Chocolat .de Royat of Royat les Bains, 
France, 117 Ms. Dec., 105. 
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usual custom, the mark standing for the automobile as a whole, 
and that there is no statement in the opposition that opposer 
manufactures or sells motor vehicles parts, either wheels, hubs, 
spokes or nipples, otherwise than as part of the finished vehicle. 

\Vhat is a very important point in this case is that applicant 
has submitted an affidavit showing that probably before opposer 
began to use the word “National” on automobiles, applicant had 
been making and selling under this mark “National” such goods 
as bolts, buts, screws, rivets, cotter pins and other similar parts 
and, therefore, hasonly naturally extended its lines to spokes and 
nipples. 

This affidavit clearly cannot be accepted at this stage of the 
proceeding since it is in the nature of proofs rather than of 
pleadings, but if the statements therein could be accepted and 
could be sustained, it would have a very material bearing upon 
this case. 

In view of the fact, therefore, that testimony may bring out 
facts throwing a material light on this case, which is not entirely 
clear from the pleadings alone, it is deemed best to let it go to 
proofs, and the decision of the examiner of interferences, dis- 
missing the opposition at this stage of the proceeding, is re- 
versed. (') |. T. NEwTon, 


First Asst. Comm. 


Opposition-Evidence Relating to Unfair Competition. 


This is a petition by the applicant for the exercise of the 
supervisory authority of the commissioner, to require the op- 
poser to strike out from its notice of opposition certain alleged 
impertinent matters relating solely to unfair competition. 

The opposer also filed a notice to dismiss this petition, and 
since it raises a pertinent point relating to the practice, the peti- 
tion was entertained. 

The petition objects to the clause “in imitation of Coca-Cola” 
and the clause “in imitation of opposer’s distinctive bottles for 
containing its carbonated Coca-Cola,” and all references to the 


(1) National Motor Vehicle Company v. National Screw &* Tack 
Company, 117 Ms. Dec., 93. 
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imitation of the color of opposer’s syrup or its bottles or barrels. 

It was held that the applicant should not be put to the ex- 
pense of testimony relating to these matters which pertain en- 
tirely to unfair competition, outside of the domain of a technical 
trade-mark. The following excerpt from a decision of the 
court of appeals of the District of Columbia, in Oliver Chilled 
Plow Works v. The Wm. J. Oliver Manufacturing Company 
(192 O. G., 217; 40 App. D. C., 125 [-Reporter, vol. 3, p. 288] ), 
is directly in point: 


The examiner of interferences in his decision makes a timely criti- 
cism of much of the evidence appearing in the record, as follows: 

At this point, it may be stated that there is a great mass of testi- 
mony in this case which is entirely irrelevant to the question which 
this tribunal is called upon to decide. The record is full of matters 
which relate solely to the question of unfair competition in trade which 
matters it has been repeatedly held cannot be considered in a trade-mark 
opposition. The only question for consideration here is whether or not 
applicant is entitled to register his niark, and such matters as the 
painting of the plows, the quality and reputat:on of the goods of the 
parties, the prices at which the plows are sold and similar matters 
are irrelevant to this controversy. 


\s to applicant’s objection to the other clauses in the 
notice of opposition, relating to the distinctive form of lettering 
and the imitation of the name of the opposer’s company, it was 
held that these matters may have a material bearing on the issues 
in this case. For example, a man’s name written in ordinary type 
is not a technical trade-mark, but his facsimile signature is. 

In general, the opposer should be entitled to prove any mat- 
ters relating to the appearance of anything on the labels, but be- 
yond that, no decision could be found upholding its contention 
that it should be allowed to prove imitation of its color, syrup or 
barrels in any opposition, cancellation or interference proceeding, 
and although applicant has answered the notice of opposition, it 
evidently did so out of abundant caution to prevent forfeiture of 
any of its rights while this petition, taken out of the ordinary or- 
der of procedure, was pending before the commissioner. Under 
these circumstances, no good reason is seen why these objection- 
able paragraphs should not be stricken from the notice, not- 


withstanding the fact that the issue has been joined by the filing 


of an answer. 
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At the hearing of this case, the applicant requested that it be 
allowed to change its statement, but in view of the present status 
of these proceedings, this request was denied, especially since 
the change requested seems to be practically immaterial to the 
issue. 

The motion to dismiss was denied and the petition of the ap 
plicant was granted to the extent indicated. (') 

J. T. NEwron, 


First Asst. Comm. 
Facsimile Signature. 


An appeal from the refusal of the examiner of trade-marks, 
to register the word “Kellogg’s” written in script, as a trade- 
mark for prepared cereal foods. This trade-mark has been in 
use for eight years, large sums of money have been spent in ad- 
vertising goods bearing the mark, and the peculiar shaded script 
in which it is written is stated by the applicant to be the “‘em- 
phasized signature” of the president of the company. 

\ comparison of the mark as written with the Kellogg sig- 
nature on the sample labels filed, doubtless discloses some com- 
mon characteristics, but they are not sufficiently identical for one 
to pass for the other and the mark cannot be accepted as a sig- 
nature of the president of this company. ‘This distinction is im- 
portant because the theory upon which facsimile signatures are 
registered as trade-marks is that banks accept them on signatures 
(as in record) and ordinarily it is forgery to duplicate them and 
the office will register them as technical trade-marks. This 
theory does not apply to the mark submitted for registration in 
this application. 

The pertinent part of section 5 of the trade-mark statute 


applicable to this case is as follows: 


That no mark by which the goods of the owner of the mark may 
be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark, 
unless such mark * * * provided that no mark which consists merely 
in the name of an individual, firm, corporation or association not written, 
printed, impressed or woven in some particular or distinctive manner 


(1) Coca-Cola Company v. Chero-Cola Company, 117 Ms. Dec., 56. 
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or in association with a portrait of the individual * * * provided fur- 
ther, that nothing herein shall prevent the registration of a trade-mark 
otherwise registrable, because of its being the name of the applicant or 
of a portion thereof. 

Just what this statute means by “merely in the name of an 
individual” has been repeatedly passed upon by the office of the 
court of appeals of the District of Columbia (see in re Artesian 
Manufacturing Company, 166 O. G., 988; 37 App. D. C., 113; 
| Reporter, vol. 1, p. 55|) refusing registration of ‘Deacon 
Brown” printed ia script type with a scroll extending across all 
the letters except the “D” and having the letters ‘“D” and “B” 
connected across the top by two flourishes. 

\s interpreted by these decisions, notwithstanding the wide 
notoriety that this mark has obtained and the script letters some- 


what simulating the signature of the president of the applicant 


company, it is held that the decision of the examiner follows those 

of the court and prior office decisions and it must be affirmed. (' ) 
J. T. NEwTon, 

First Asst. Comm. 


(1) Ex parte, Kellogg Toasted Corn Flake Company, 117 Ms. Dec., 
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